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Trademar k Judges.

Opinion by Bottorff, Adm nistrative Trademark Judge:

Appl i cant seeks registration on the Principal Register
of the mark ALPHA ANALYTICS DI G TAL FUTURE FUND (in typed
form for “financial services, nanely, investnent advisory
services and nutual fund investment services.”! Applicant

has di sclaimed FUND apart fromthe mark as shown.

! Serial No. 75/829,220, filed Cctober 22, 1999. The application
is based on intent-to-use under Trademark Act Section 1(b).
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Appl i cant has appeal ed the Tradenar k Exam ning
Attorney’s final requirenent that applicant disclai mALPHA
ANALYTI CS apart fromthe mark as shown, and her fina
refusal to register the mark absent conpliance with the
di scl ai mer requirenent. See Trademark Act Section 6, 15
U S.C. 1056; see also TMEP 881213 and 1213. 01(b).

Applicant and the Trademark Exam ning Attorney filed main
briefs, and applicant filed a reply brief. No oral hearing
was requested.

Underlying the Trademark Exam ning Attorney’s
di scl ai mer requirenent is her contention that ALPHA
ANALYTICS is nerely descriptive of applicant’s recited
services under Trademark Act Section 2(e)(1), 15 U S.C
8§1052(e)(1). Applicant disputes that contention, arguing
that ALPHA ANALYTICS is, at nobst, suggestive of applicant’s
services, and that it therefore need not be disclai ned.

I n support of her nere descriptiveness argunent, the
Trademar k Exam ni ng Attorney has submtted various types of
evi dence whi ch show, she contends, the nerely descriptive
significance of “al pha” and “anal ytics” as those terns are
applied to applicant’s services. Wth respect to “al pha,”
this evidence includes dictionary definitions, definitions
fromonline financial glossaries, and articles fromonline

publ i cations addressed to the investing public in which
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“al pha” is used descriptively. W shall discuss each of
t hese types of evidence in turn.

The Anerican Heritage Dictionary of the English

Language (3d ed. 1992)(electronic version |icensed by |INSO

defines “al pha” as foll ows:

al pha noun

1. The first letter of the G eek al phabet.

2. The first one; the beginning.

3. Chemistry. The first position froma

desi gnated carbon atomin an organi c nol ecul e
at which an atom or radical may be substituted.
4. Astronony. The brightest or main star in a
constel I ati on.

5. The mathematical estimate of the return on
a security when the return on the market as a
whole is zero. Alpha is derived from...

[ mat hematical fornmula omtted].

adj ective

1. First in order of inportance.

2. Chemistry. Closest to the functional group

of atonms in an organic nol ecul e.

3. Al phabetical .
The Trademark Exam ning Attorney cites to the fifth-1isted
noun definition of “alpha,” i.e., “the nmathenati cal
estimate of the return on a security when the return on the
market as a whole is zero,” as the definition which is nost
pertinent in this case. She also has nmade of record

excerpts fromvarious online glossaries of financial and

i nvestnment ternms, which provide simlar definitions of
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“al pha.” For exanple, the online glossary provided by

washi ngt onpost . com has the following entry for “al pha”:?2

Al pha A neasure of selection risk (also known
as residual risk) of a nutual fund in relation
to the market. A positive alpha is the extra
return awarded to the investor for taking a

ri sk, instead of accepting the market return.
For exanple, an al pha of 0.4 neans the fund
out performed t he market-based return estimte
by 0.4% -0.6 nmeans a fund’s nonthly return
was 0.6% | ess than woul d have been predicted
fromthe change in the market al one.

The online glossary at Find a Fund (which touts itself as

“the npst conpl ete source of rmutual fund information”)3

includes this entry for “al pha”:

Al pha A neasure of risk adjusted performance
used to quantify the difference between the
security’s actual perfornmance and the
performance anticipated in |ight of the
security’s risk (beta) and the market’s
(relative market index) behavior. 1In short,
al pha tells how nmuch better, or worse, a
security did relative to what it was expected
to do based on its risk posture. A positive
al pha indicates a security’s return has been
nore than conmensurate with its risk posture.
Hi gher nunbers are better than | ower.

Simlar entries for “alpha” are of record fromthe

following online glossaries: investorwords (which touts

2 http://ww. washi ngt onpost . conl wp-
srv/ busi ness/ | ongt erm gl ossary/ a_ni al pha. ht m

% http://findafund. con gl ossary. ht m
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itself as “the biggest, best investing glossary on the

web”);* Wall Street Directory;”> and Canpbell R Harvey's

Hypert ext ual Fi nance d ossary.®

In addition to the online glossaries nentioned above,
the record includes articles fromvarious online
publ i cati ons which discuss “al pha.” For exanple, an

article fromMorningstar.comentitled “How A pha Wrks”’

i ncl udes the foll ow ng discussion:

However, nutual funds don’t necessarily produce
the returns predicted by their beta val ues.
That’ s where al pha conmes in. Essentially,

al pha is the difference between the return you
woul d expect froma fund, given its beta, and
the return that it actually produced. |If a
fund returns nore than its beta would predict,
It has a positive alpha, and if it returns |ess
than the amount predicted by beta, the fund has
a negative alpha ... Mrningstar cal cul ates

al pha based on a fund's nonthly returns for the
past 36 nonths ... Alpha is sonetines referred
to as the “val ue added” by the portfolio
manager ... ldeally, you d like to see a
positive al pha for all of the funds you own.
This woul d indicate that your fund managers
were all producing better-than-expected ri sk-
adj usted returns.

4 http://ww.investorwords. con a3. ht m

> http://ww. wsdi nc. con gl ossary/ g104. sht ni
® http://ww. duke. edu/ %echar vey/ d asses/ wpg/ bf gl osa. ht m

" http://news. norni ngstar. coni news/ ns/ | nvesti ngl01/ G adeSeri es/
gradeseries2. htm
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An article from PASCO Research entitled “Al pha Magi ¢ — Your

LINK to Better Investnent Returns

n 8

di scussi on:

Al pha is a nmeasure of stock (or fund)
performance i ndependent of the market. In
ot her words, funds with a positive al pha are
i nvested in equities which are outperform ng
t he general stock market or they may be
I nvested in a sector of the market which is
currently outperform ng the market as a whol e.

Therefore, it is inportant to know which
funds currently have a m x of stocks that have
a positive al pha. Using conventional neans of
performance analysis this is not readily
apparent as al pha can be nasked by beta

So how does a nutual fund investor know
whi ch funds currently have the nost favorable
al pha tendencies and are truly outperformng
the market? W have devel oped a report which
should nmake it fairly easy. Every day we
cal cul ate two al pha ratings: a Fast Al pha (Al)
and a Sl ow Al pha (A2). These al phas are

reported on our daily Miutual Fund Al pha Report.

Addi tional online articles of record discussing “al pha”

“Performance eval uati on using conditional al phas and

bet as,

from Northern Light Technol ogy Inc.’s Journal

of

I ncl udes the foll ow ng

are

Portfolio Managenent :® “Naval lier Tops wth *high-Al pha’

Strat egy,

8 http://ww. pasco-res. confanmal | pha. ht m

°® http://library.northernlight.com PN19991214130022544. ht ni

0 http://anasazi . unsl . edu/ fi n455/ Anonol y/ Al phas. ht m

" fromlnvestor’s Business Daily;!° “The A pha and
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Beta Connection,” from pi ckonp. com?!! and “Wich Mitual Fund

Ri sk Measures Really Matter,” from TheStreet.com *2

The record also includes a “profile” of an actual

mut ual fund, obtained fromthe website of The |Internet

Cl osed- End Fund I nvestor.'® Ampng the categories of data

supplied in the profile is “Mddern Portfolio Theory
Statistics,” which includes the fund s “Al pha Coefficient”
and its “Alpha Overall %le Rank.” The record al so
i ncl udes an advertisenent (fromthe web page of the

Anmeri can Associ ation of Individual |nvestors') for a

“Portfolio Performance Cal cul ator” software product
avai | abl e from Boston I nvestnment Services, LLC. The
advertisenent states, inter alia, that the software enables
its user to “track and neasure investnent performances of
stock, bond, nutual fund, and 401(k) accounts and cal cul ate
ri sk neasures such as beta, al pha, Sharpe ratio, R-squared,
and standard devi ation.”

As evidence that “analytics” is nerely descriptive of
applicant’s services, the Trademark Exam ning Attorney has

made of record dictionary excerpts wherein the termis

% http://ww. pi ckono. conl bet a. ht m

12 http://ww. wsaccess. conit heStreet/ basi cs/ school house/ 31848. ht ni
B Htp://wwicefi.conmicefi/info/profile.htm

“ http://aaii.con dl oads/i ndex. shtn
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defined as “the branch of logic dealing with analysis and

"16  sShe al so has nade of

as “the nethod of | ogical analysis.
record printouts (fromthe Ofice s automated dat abase) of
nine third-party registrations which cover various
financial and investnent services and/or software products
for use in the investnent field and in which the word
ANALYTI CS appears. |In each of those registrations,
ANALYTI CS was disclainmed, or the mark was regi stered on the
Suppl enmental Regi ster, or was regi stered on the Princi pal
Regi ster pursuant to the acquired distinctiveness

provi sions of Section 2(f).

Finally, the record includes excerpts fromfive
articles the Trademark Exam ning Attorney obtained fromthe
NEXI S aut ormat ed dat abase. !’ None of the five articles show
use of “al pha analytics,” per se. Four of the five
articles appear to relate to fields other than the

financial /investnent field, and thus are of no probative

val ue. However, in the one article pertaining to the

5 The Anerican Heritage Dictionary of the English Language (3d
ed. 1992) (el ectronic version licensed by |INSO).

® Merriam Webster’s Coll egiate Dictionary (10'" ed. 1998), at 42.

' The Trademark Examining Attorney’s search request was “al pha
w 10 anal ytics” in the ALLNAS file of the NEW5S library. It
appears that the search retrieved twenty-six stories, five of
which were printed out in excerpted formby the Trademark
Exam ni ng Attorney.
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investment field (story no. 5, fromthe May 29, 2000 issue

of Pensions and Investnents), “al pha” and “anal ytics” are

used as follows (enphasis added):

Money nanagers getting in bed with conpetitors.
Portfolio managers lifting the veil of nystery
cl oaking their investnent processes to enable
even individual investors to perform

sophi sticated analytics on their portfolios.
Equi ty managers managi ng enbedded al pha as
carefully as fixed-inconme managers in order to
squeeze every quarter basis point of return.

Pl anned obsol escence for the nutual fund
vehicle for all but the | east sophisticated
tier of investors. Those are sonme of the
seismc shifts of attitude and process that
will be required of the successful noney
manager in the new century..

In determ ning whether this evidence suffices to
establish that ALPHA ANALYTICS is nerely descriptive of
applicant’s recited services, and therefore nust be
di scl ai ned, we apply the following legal principles. A
termis deened to be nerely descriptive of goods or
services, within the meaning of Trademark Act Section
2(e)(1), if it forthwith conveys an i medi ate i dea of an
ingredient, quality, characteristic, feature, function,
pur pose or use of the goods or services. See, e.g., Inre
Gyul ay, 820 F.2d 1216, 3 USPQ2d 1009 (Fed. Cir. 1987), and
In re Abcor Devel opnent Corp., 588 F.2d 811, 200 USPQ 215,

217-18 (CCPA 1978). A termneed not inmediately convey an
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i dea of each and every specific feature of the applicant’s
goods or services in order to be considered nerely
descriptive; it is enough that the term descri bes one
significant attribute, function or property of the goods or
services. See In re Gyulay, 820 F.2d 1216, 3 USPQ@d 1009
(Fed. Cir. 1987); Meehanite Metal Corp. v. International
Ni ckel Co., 262 F.2d 806, 120 USPQ 293 (CCPA 1959); In re
H UDDL.E, 216 USPQ 358 (TTAB 1982); In re MBAssoci at es,
180 USPQ 338 (TTAB 1973). \Whether a termis nerely
descriptive is determned not in the abstract, but in
relation to the goods or services for which registration is
sought, the context in which it is being used on or in
connection with those goods or services, and the possible
significance that the term would have to the average
pur chaser of the goods or services because of the manner of
its use. Inre Bright-Crest, Ltd., 204 USPQ 591, 593 (TTAB
1979) .

The Trademark Exam ning Attorney argues that the
evi dence of record establishes that ALPHA is a termof art
in the investnent industry in which applicant is rendering
its services, and that this specific definition of the term
therefore is the operative and nost pertinent definition of
the termfor purposes of determ ning nere descriptiveness.

She further argues that ANALYTICS, which is defined as “the

10
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nmet hod of | ogical analysis” and as “the branch of |ogic
dealing with analysis,” and which is uniformy treated as
bei ng non-distinctive in the third-party registrations of
record, nerely describes applicant’s investnent and

advi sory services, which require and are based on
applicant’s analysis, or analytics, of pertinent investnent
factors. Finally, she argues that the conposite term ALPHA
ANALYTI CS specifically and nerely describes a salient
feature or characteristic of applicant’s investnent

advi sory services and nmutual fund investnment services, in
that it directly infornms purchasers that applicant, in the
course of rendering those services, will be performng
“anal ytics” of the “al pha” of potential investnent
vehi cl es.

Applicant, for its part, notes that there is no
evidence that any third party, in any field, has used the
term ALPHA ANALYTICS, nor is there any evidence that the
termas a whol e has any recogni zed nmeani ng i n connection
with services such as applicant’s. Applicant contends that
the “termof art” neaning of ALPHA relied upon by the
Trademar k Exam ning Attorney is an obscure nmeaning with
whi ch potential purchasers are unlikely to be famliar.

Rat her, applicant argues, purchasers view ng applicant’s

mark are likely to ascribe to ALPHA its nore conmonly-

11



Ser. No. 75/829, 220

understood dictionary neaning of “first” or “brightest,”
and that the existence of this arbitrary (or at nost
suggestive) significance of ALPHA as applied to applicant’s
services precludes a finding that the termis “nerely”
descriptive. Applicant further contends that even if
purchasers are aware of the specialized neaning of *al pha”
as it pertains to the investnent field, they will viewthe
term as descriptive only of the mathematical and
statistical neasure itself; a nulti-stage reasoning process
still would be required in order to understand the ternis
significance as applied to applicant’s recited services.
Applicant al so argues that the Tradenmark Exam ning
Attorney’'s refusal is based on an inperm ssible di ssection
of the terminto its conponent parts, and that ALPHA
ANALYTI CS, when considered as a whole, is a unique,

i ncongruous conbi nation of terns which presents an

i nherently distinctive commercial inpression as applied to
applicant’s services. At nost, applicant contends, the
term sinply suggests to purchasers that applicant’s fund
may yield a positive return. Finally, applicant notes that
any doubts as to whether ALPHA ANALYTICS is nerely
descriptive as applied to applicant’s services nust be

resolved in favor of applicant in this ex parte proceedi ng.

12
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W have carefully considered the evidence of record
and the argunments made by applicant and by the Trademark
Exam ni ng Attorney, and we concl ude that ALPHA ANALYTICS is
nmerely descriptive as applied to applicant’s services, and
that it therefore nust be disclained. W find that each of
t he words ALPHA and ANALYTICS is nerely descriptive of the
services, and that the conposite term ALPHA ANALYTI CS
likewise is nerely descriptive, not inherently distinctive.

The evidence of record establishes that ANALYTI CS
nmerely describes a feature or characteristic of applicant’s
services, i.e., that applicant’s services involve the
performance of analysis or “analytics” with respect to
investnments. The dictionary definitions of “analytics” in
the record support this conclusion, as does the above-

guot ed NEXI S excerpt fromthe Pensions and | nvestnents

article, which refers to investors who perform
“sophisticated analytics on their portfolios.”

Addi tionally, the above-referenced third-party
registrations for simlar goods and services in which the
regi strants have either disclainmed ANALYTICS or sought to
register it under Section 2(f) or on the Suppl enental

Regi ster, although not concl usive evidence, are probative
evi dence of mere descriptiveness at |east to the extent

that they may suggest that ANALYTICS has been deenmed and/ or

13
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acknow edged to be not inherently distinctive by the Ofice
and/or by the prior registrants.

Li kewi se, we find that ALPHA is nerely descriptive of
applicant’s services. It is clear fromthe evidence of
record that “alpha” is a termof art in the investnent
field. It is the nane of a statistical nmeasure which would
be used by the investor, and by applicant as the investor’s
prof essi onal advisor, in determning the desirability of a
particul ar investnent vehicle. Gven this specific nmeaning
of “al pha” which is directly relevant to applicant’s
services, we are not persuaded by applicant’s contention
t hat purchasers encountering applicant’s nark are nore
likely to understand “al pha” in its nore general sense of
“first” (or in its astrononical sense of “brightest”). W
nmust determ ne whether the termis nerely descriptive as it
is used in connection with the recited services, not in the
abstract. In re Bright-Crest Ltd., supra. Moreover, the
mark’s use of the word ANALYTICS i medi ately after ALPHA
i ncreases the probability that purchasers wi Il understand
ALPHA in its specialized financial sense, rather than in
any nore generalized sense. As the mark is constructed,
ANALYTICS clearly refers to and is nodified by ALPHA
Because “anal ytics” could readily be performed as to the

statistical neasure “al pha,” but not as to the generalized

14
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concept of “first,” it is the former meani ng that
purchasers are nore likely to ascribe to ALPHA in
applicant’s mark.

Nor are we persuaded by applicant’s contention that
this relevant specialized neaning of “alpha” in the
investnment field is so obscure or arcane that potentia
purchasers, i.e., general, non-professional investors,
woul d be unaware of it or unlikely to understand its
significance as applied to applicant’s services. Cf. Inre
Omaha National Corp., 819 F.2d 1117, 2 USPQ@d 1859 (Fed.
Cir. 1987). Not only is this definition of the term
included in a standard dictionary, but the financial
gl ossaries and publications in the record which use and
di scuss the term*“alpha” in its specialized sense are
directed to and read by such investor/purchasers. The
evi dence does not support applicant’s (inplicit) contention
that only professionals in the investnment field would be
aware of this significance of “al pha.”

Finally, we are not persuaded by applicant’s
contention that the Trademark Exami ning Attorney’'s nere
descriptiveness finding is based on an i nperm ssible
di ssection of ALPHA ANALYTICS. W find, instead, that the
conposite of these nerely descriptive words is |ikew se

nmerely descriptive as applied to applicant’s services.

15
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Applicant asserts summarily that ALPHA ANALYTICS is an
i ncongruous conposite term but does not explain or show
wherei n such incongruity lies. W perceive no incongruity;
applicant’s services involve the performance of analytics
as to the al pha of potential investnents. As for the
asserted “uni queness” of the designati on ALPHA ANALYTI CS,
it is well settled that the fact that an applicant may be
the first or only user of a termdoes not justify
registration of the termwhere the only significance
projected by the termis merely descriptive, as we find to
be the case here. See In re National Shooting Sports
Foundation, Inc., 219 USPQ 1018 (TTAB 1983).

In summary, we find that ALPHA ANALYTICS directly and
i mredi ately infornms the investor/purchaser of applicant’s
i nvest nent advi sory and nutual fund investnent services
that a salient feature or characteristic of those services
is that applicant, in determning the desirability of a
potential investnent for the investor/purchaser and in
order to maxim ze the investor/purchaser’s return on
i nvestnment, perforns “anal ytics” of the “al pha” of the
potential investnent. W find, therefore, that ALPHA
ANALYTICS is nerely descriptive of applicant’s services,

and that the Trademark Exam ning Attorney’s disclainer

16
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requirenent is proper. See Trademark Act Sections 2(e)(1)
and 6(a).

Deci sion: The requirenent for a disclainer of ALPHA
ANALYTI CS, and the refusal of registration based on
applicant’s failure to submt such disclainer, are
AFFI RVED. However, in the event that applicant submts the
required disclaimer!® within thirty days fromthe date
stanped on this decision, the refusal to register will be
set aside, the disclaimer will be entered, and the

application will proceed to publication.

8 The proper format for the disclaimer is: “No claimis nmade to
t he exclusive right to use ALPHA ANALYTICS or FUND apart fromthe
mark as shown.”

17



