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Qpi nion by Quinn, Admnistrative Trademark Judge:

An application was filed by N. V. Oganon, a
corporation organi zed under the |aws of The Netherlands, to
regi ster “an orange flavor” as a trademark for
“pharmaceuticals for human use, nanely, antidepressants in

qui ck-di ssolving tablets and pills.”! No drawi ng was

! Application Serial No. 76467774, filed Novenber 18, 2002,
originally based on both Section 1(b) of the Act, alleging a bona
fide intention to use the nmark in comerce, and Section 44 of the
Act, clainming a right of priority under Section 44(d).

Applicant, in a paper filed February 25, 2004, deleted the
Section 44 basis, electing to proceed with the application based
solely on an intention to use the mark in commerce.
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subm tted because an applicant is not required to submt a
drawing if the mark consists only of a sound, scent, or

ot her conpletely non-visual matter. For these types of

mar ks, the applicant nmust submt a detail ed description of
the mark. Trademark Rule 2.52(e): and TMEP §807.09 (4'" ed.
2005). The exam ning attorney accepted the foll ow ng
description: “This trademark application is for an orange
flavor.”

The exam ning attorney refused registration on two
bases, nanely, (i) under Sections 1, 2 and 45 of the
Trademark Act, 15 U. S.C. 881051, 1052 and 1127, on the
ground that the matter sought to be regi stered neither
identifies nor distinguishes the goods of applicant from
t hose of others and, thus, does not act as a source
identifier; and (ii) under Section 2(e)(5) of the Trademark
Act, 15 U S. C. 81052(e)(5), on the ground that the matter
sought to be registered is functional.

When the refusals were nmade final, applicant appeal ed.

Applicant and the exanmining attorney submitted briefs.?

2 Mpplicant, for the first tinme inits appeal brief, referred to
two third-party “registrations” for color marks, but gave neither
the registration nunmbers nor any information about the marks and
t he goods/services listed in the registration(s). The exam ning
attorney objected to applicant’s attenpt to introduce this
evidence. Applicant, inits reply brief, “apol ogizes for a
typographical error in its Appeal Brief that resulted in
referring to Astra Zeneca trademarks on purple colored pills

wi thout providing the registration nunbers in its Appeal Brief.
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Applicant’s counsel and the exam ning attorney appeared at
an oral hearing held before the Board.

Exam ni ng Attorney’s Argunents

The exam ning attorney maintains that the proposed
mar k consi sts of nondistinctive matter that does not
function as a mark. The exam ning attorney states that the
proposed mark “appears to be incapable of distinguishing
the applicant’s goods fromthose of others since the flavor
orange is a standard feature of orally adm ni stered
pharmaceuti cal products and sinply woul d not be perceived
as an indicator of source.” (Appeal brief, unnunbered p.
3). According to the exam ning attorney, orange flavor is

a common feature of pharmaceutical products and, in this

Applicant was referring to Reg. No. 2806099 and Serial No.
76467774.” (Reply Brief, p. 1). Applicant further indicated
that it would furnish photocopies of the registration(s) if
necessary.

Initially, we do not understand applicant’s reference to
application Serial No. 76467774, given that this nunber
identifies its own application involved herein. 1In any event,
Tradenmark Rul e 2.142(d) provides that the evidentiary record in
an application should be conplete prior to the filing of the ex
parte appeal to the Board. Additional evidence filed after
appeal normally will not be considered. TBMP 8§1207.01 (2d ed.
rev. 2004). Further, to properly nmake a third-party registration
of record, a copy of the registration, either a copy of the paper
USPTO record, or a copy taken fromthe electronic records of the
O fice, should be subnmitted. Mere listings of registrations are
not sufficient to make the registrations of record. TBW
8§1208.02 (2d ed. rev. 2004). Accordingly, applicant’s attenpt to
i ntroduce the third-party registration(s) is untinely and
i mproper, and this evidence has not been considered in reaching
our decision. W hasten to add, however, that even if
consi dered, this evidence, involving a registration for color,
clearly does not conpel a different result in this appeal



Ser No. 76467774

connection, she submtted nunerous excerpts fromwebsites,
including applicant’s, as well as excerpts of articles
retrieved fromthe NEXI S database. The evidence shows, the
exam ni ng attorney contends, that orange flavor is conmonly
added to orally-adm ni stered pharmaceutical products to
render the products nore pal atable, thereby increasing
patient conpliance, and that orange is a preferred flavor
for these pharnmaceuticals. Wth respect to the
functionality of the flavor orange, the exam ning attorney
points to excerpts fromapplicant’s website touting the
advant ages of the orange flavor of its pharnmaceuticals, and
the exam ning attorney asserts:

Thus, the flavor orange is essential to
the use or purpose of the product or
affects the cost or quality of the
product because it is a commpn favorite
anong consuners and the use of orange
flavoring nmakes taking the applicant’s
anti depressant tablet easier. Wuat’'s
nore, the applicant’s tablets and pills
are designed to quickly dissolve in the
mout hs of patients who are unabl e or
prefer not to swallow pills whole.

Thus, there exists a practical need for
the nmedicine to have an appealing taste
since the nedicine nust remain in the
mouth for a period of time. The flavor
orange nakes the applicant’s

anti depressants work better because it

i ncreases the patient’s wllingness and
ability to take the prescribed

medi cation. (Appeal Brief, unnunbered

p. 7).



Ser No. 76467774

The exam ning attorney concludes that the orange fl avor
gives an orally adm ni stered pharnmaceutical product a
conpetitive advantage, and that giving applicant exclusive
rights to the flavor would place conpetitors at a
substantial conpetitive di sadvant age.

Appl i cant’s Argunents

Applicant, in urging reversal of the refusals, argues
that “[a]lthough flavor as a trademark may be non-
traditional, it is certainly entitled to trademark
protection as long as it operates as a trademark, just as
color and scent are entitled to trademark protection if
they operate as a trademark.” (Appeal Brief, p. 1).
Applicant asserts that its product was successful even
before flavoring, and that doctors, when prescribing
applicant’s antidepressant drug, never consider the issue
of palatability of the drug. Applicant recogni zes that the
orange flavor, by its nature, will add a taste to the drug,
but applicant asserts that it “chose and is using their
distinctive ‘orange flavor’ to distinguish its product
rather than for its flavor.” (Appeal Brief, p. 3).
Applicant maintains that its orange flavor does not nake
t he pharnmaceutical work better or inpact its cost or
quality; rather, according to applicant, the orange fl avor

is fanciful in that the pharmaceutical, with or w thout the
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orange flavor, would be prescribed the sane, work the sane,
and cost the sanme. Applicant also points out that it could
have sel ected alternative flavors such as cherry or grape
for its antidepressant. Applicant contends that the
function of the product is solely to work as an effective
anti depressant in humans, and that the orange flavor does
not affect the functionality of applicant’s drug.

Applicant likens this appeal to cases dealing with col ored
capsul es for pharmaceuticals wherein the color, applicant
argues, is not functional in the sense that neither color
nor flavor enhances the efficacy or the therapeutic effect
of the drugs or aids in the processing thereof.

Applicant also contends that its particul ar orange
flavor is distinctive, that not all orange flavors taste
the sanme, and that applicant’s orange flavor is not used by
any ot her pharnmaceutical entity; thus, applicant nmaintains,
the exam ning attorney’ s evidence showi ng that the flavor
orange has been used in drugs is not relevant to the issue
herei n concerni ng whet her the specific orange flavor
designed by applicant is a source identifier. Applicant
states that, to make the specific orange flavor of
applicant’s product, the orange flavoring ingredi ents nust
be added in amounts different fromthose used in other

products. Applicant submts that if one were to sanple
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each of the orange-flavored pharmaceuticals referred to in
the exam ning attorney’ s evidence, “one could distinguish

t he various types of orange flavors and certainly would not
find that all the flavors were identical.” (Reply Brief,
p. 4).

The Evidentiary Record

The record includes the foll ow ng excerpts of articles
retrieved fromthe NEXI S dat abase offered by the exam ning
attorney which discuss the pharnmaceutical industry’s
practice of adding flavoring and, in many cases, orange
flavoring to pharnmaceutical products:

Eli m nating the “Yuck” Factor

Phar maceutical firms--recognizing that
the word yuck was born shortly after
the first cave children were given
castor oil--have been making strides in
the taste departnment. Wth so many
over-the-counter nedicines on the

mar ket, they’ re pushing flavor perhaps
as nmuch as they’'re pushing a nedicine’s
ability to cure what ails you. Fruit
is in: orange-flavored, |enon-
flavored, cherry fl avored.

(Los Angel es Tines, February 16, 1993)

These days, pharnmacists can take a
bitter pill and turn it into a spoonful
of sugar, or cherry, or orange
Creansicle. Pharmacists can safely
flavor prescription and over-the-
counter nedicines in liquid, powder and
pill formns.

(Fort Worth Star-Tel egram (TX),
February 9, 2002)
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Johnson & Johnson Inc., which earned a
nane as the ‘anti-aspirin’ conmpany in
its years of marketing Tylenol, is
repositioning its orange-flavored St.
Joseph children’s aspirin as a heart
medi ci ne for adults.

(Wal'l Street Journal, April 4, 2002)

Jewel | -Gsco said all 225 of its

phar maci es now of fer FLAVORX, a
prescription flavoring designed to nmake
unpl easant tasting nedici ne pal atabl e
to children and others. There are nore
than 40 flavors of FLAVORx, i ncluding
grape, orange, banana, bubbl egum root
beer, bl ueberry, butterscotch,

chocol ate, mnt, waternel on,

peppermnt, licorice and | enon, the
conpany sai d.

(Chicago Tribune, April 5, 2001)

Fl avored nedi cati ons are not hi ng new,
but the quality of flavorings

is..."Kids wouldn’t finish their
medi ci ne and parents woul d give up,”
Kranm said. “Normal conpliance is

about 50 to 55 percent with children.
Wth Flavorx it’s about 90 percent.”
(St. Cdoud Tines (MN), Septenber 2,
2001)

Pal at abl e Prescriptions. Pharnacists
revive conpounding to help kids with
bad-tasti ng nedi ci ne.

Sonme of the renewed interest in
inmproving the taste of children’'s
medi cations owes to Washi ngton, D.C
phar maci st Kenny Kramm  Qut of the
necessity of finding a way to induce
hi s daughter, who suffers a seizure
di sorder, to take her nedications,
Kramm t ook up as his cause cel ebre
creating confections.

(The Tinmes Union (Al bany, NY), Cctober
17, 2000)
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No nore icky taste...Taste-ful product
makes nedi ci ne easier to swallow. .. The
6-year-old said that Flavorx-flavored
medi ci ne woul d “be cool,” and that he
woul d I'i ke nmedi cine with orange
flavoring--his favorite.

(The Heral d-Sun (Durham NC), August
23, 2000)

Annapol i s pharmaci st Dave Posner used
to frequently advise parents how to
make mnedi ci ne pal at abl e w t hout

i nfluencing a nedicine’s potency. Now,
however, he can offer parents a choice
of 42 flavors, including orange and
bubbl egum that nake it easier for his
youngest patients to swall ow

(Capital (Annapolis, M), January 14,
1999)

Medi ci ne Needs Good Taste or It CGoes to
Wast e.

“Kids are interested in very strange
flavors right now,” he says, predicting
that the next hip flavor for children's
medi cine will be sonething Iike “bl ue
raspberry,” a conbi nati on bl ueberry and
raspberry. Meanwhile, adults |ean
toward citrus flavors, Zick says.

Lenmon and orange with honey are big
sellers in over-the-counter nedicines.
Parents who serve on manufacturers’
tasting panels often say they want
tasty children’s nedicines so their
kids won't bolt when it’s tinme for the
next dose. Adults are seeking efficacy
from (their own) nedicines.

(Orlando Sentinel (FL), Novenber 16,
1993)

Everything old is new again!...The
process by which ol der drugs are

t weaked to make themnore attractive is
called “reformulation.”...Bristol -
Myer’ s Squi bb’s ddl (Videx) has al so
gone through its share of

reformul ations. First the size of the
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100 ng chewabl e tabl ets was decreased
and infused with a nore tolerable
mandarin orange fl avor.

(ACRI A Update, Vol. 10, No. 2, Spring
2001)

The maker reports 70% of patients in a
clinical trial preferred the drug [for
m graine pain] to conventional tablets;
80% | iked the orange flavor.

(Daily News (NYy), July 30, 2001)

The exam ning attorney al so introduced printouts from

applicant’s website to show that applicant touts the taste

of its product. The website states, in pertinent part,

f ol | owi ng:

Depressed patients prefer and are nore
likely to take fast-dissolving

anti depressant tablets in preference to
conventional formulations.

Results froma survey show that nore

t han seven of ten nedical professionals
bel i eve that a fast dissolving

anti depressant tablet wll inprove poor
pati ent conpliance--one of the main
obstacles to the successful treatnent
of depression. And nore than half said
that greater discretion of

adm ni stration and pl easant taste were
i nportant advant ages over conventi onal
ant i depressant tabl ets...Reneron®Sol Tab
di ssolves on the tongue in just a few
seconds, can be taken w thout water and
has a pl easant orange taste. This
novel fornulation, which becane
available in the United States 17
nont hs ago, is already proving popul ar.
(enphasi s added).

Poor conpliance is a najor concern in

the treatnment of depression. Between
30 and 68% of depressed patients

10

t he
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di scontinue treatnment within one nonth
significantly increasing their risk of
rel apse... Renmeron Sol Tab was i ntroduced
by Organon to offer the unique

advant ages of Reneron in a nore
patient-acceptable fornulation to

i ncrease the ease and conveni ence of
therapy and ultimately enhance pati ent
conpliance. Unlike all other

anti depressants, which nust be
swal | owned whol e, Reneron Sol Tab

di ssol ves on the tongue in just a few
seconds, has a pleasant (orange) taste
and can be taken w thout water.
(enphasi s added).

Fast - di ssol ving tabl et technol ogy, as

applied for Reneron Sol Tab, w Il make
the patient feel |ess nedicated due to
its ease of use. It can be taken

easily without water and has a pl easant
taste. Al these factors are
particularly inportant in the context
of depression and may therefore inprove
conpliance. (enphasis added)

The record al so i ncludes nunerous excerpts fromthe
websites of other parties show ng that orange flavorings
are used in connection with a variety of pharnmaceuti cal
products, including cough drops, vitam ns, and her bal
medi cations. The following are just three exanples of such
use: “Muilti-vitamn syrup with orange flavor has good
taste, and easily taken.” (ww. nerck.com; “[t]hese
refreshing flavored Herb Throat Drops...offer you the
distinctive taste of Orange-Spice...It’s just another

tasty, refreshing and soothing way to help you relieve your

sore throat naturally.” (ww. nothernature.con); and

11
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“Di abesity Managenent G ucose Tablets. Natural Orange
Fl avor. Enjoy D-Care G ucose Tabl ets when you need a great
tasting, fast-acting energy lift.” (ww. puretek.com.

The website of Flavors of North Anmerica, Inc.
indicates that this entity is in the business of
manuf acturing and selling flavors for use in
pharmaceuticals. The website states that flavors are an
i nportant feature of pharnmaceuticals, and that “[w] e have
personnel specifically trained in the flavoring probl ens
that arise fromthe difficult taste profiles of the
medi canents and expedients used.” It advertises that
flavors are available for cold and cough preparations,
anal gesi c products, antacids, ethical |iquids and tablets,
and vitam n and m neral preparations. The flavors act,
according to the website, as bitterness nodifiers, masking
agents and sweet ness enhancers. The website indicates that
“Ib]Jitter principles in healthcare products are a real
chal | enge since nost therapeutic agents are al kal oi ds t hat
are inherently bitter” and that “[t]here are two ways at
this time we can lessen its effects in a product--mask it
or nodify it |long enough to ingest the product.” The
flavorings “are neant to be used to cover over inherent

undesirabl e aspects of a product’s taste profile,” hiding

bi tterness, chal ki ness, sourness and harsh netallic notes.

12
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The website |lists orange as one of the flavors consistently
used for various types of pharnmaceuticals.

Fl avor as a Tradenark

Thi s appeal presents a case of first inpression. In
the past, the Board has considered the registrability of
“nontraditional” trademarks such as sound® and scent.* And
the Board, the Federal Circuit and the Suprene Court have
had occasion to consider the registrability of color.?®
This is, however, the Board s first opportunity to consider
the registrability of flavor or taste as a tradenark.

At the outset, we acknow edge that the Trademark Act
sets forth a broad definition of “trademark,” essentially
enconpassi ng nontraditional trademarks by not excluding

them Section 45 of the Trademark Act, 15 U S.C. §1127,

®Inre General Electric Broadcasting Co., Inc., 199 USPQ 560
(TTAB 1978) [sound of a “Ship’s Bell O ock” found not inherently
di stinctive, but would be registrable upon a showi ng of acquired
di stinctiveness as a service mark for radi o broadcasting
services].

“Inre Carke, 17 USPQd 1238 (TTAB 1990) [“a high inpact,
fresh, floral fragrance rem ni scent of Pluneria blossons” found
registrable for “sewing thread and enbroi dery yarn”].

®> See, e.g., Qualitex Co. v. Jacobson Products Co., 514 U.S. 159,
34 USP@d 1161 (1995) [green-gold col or used on dry cl eaning
press pads found protectible as a trademark where the col or had
acquired distinctiveness]; In re Oaens Corning Fi berglas Corp.
774 F.2d 1116, 227 USPQ 417 (Fed. Cir. 1985) [the color pink as
applied to fibrous glass residential insulation registrable where
t he evi dence showed the col or had acquired distinctiveness]; and
In re Deere & Co., 7 USPQ@@d 1401 (TTAB 1988) [the col ors green
and yellow, as applied to the body and wheel s of machi nes,
respectively, not barred fromregistration on the basis of
functionality; evidence held to establish that the col ors had
becone distinctive of the goods].

13
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defines a trademark as “any word, nane, synbol, or device,
or any conbi nation thereof” that identifies and

di stingui shes the goods of a person fromthose of another
and indicates their source.® The United States Suprene
Court, in deciding the registrability of color as a
trademark, noted that the statutory |anguage describes the
uni verse of things that can qualify as a trademark “in the
broadest of terns.” Qualitex Co. v. Jacobson Products Co.,
34 USP2d at 1162. The Court went on to state that
“[s]ince human beings m ght use as a ‘synbol’ or ‘device’
al nost anything at all that is capable of carrying neaning,
this language, read literally, is not restrictive.” 1d. at
1162. The Court’s viewis that “[i]t is the source-

di stinguishing ability of a mark — not its ontol ogical
status as col or, shape, fragrance, word, or sign — that

permts it to serve” the basic purposes of a tradenark.

® The Senate Report on the Trademark Law Revision Act of 1988

i ndi cates that the amendnents to this section kept the words
“synbol, or device” with the intention “so as not to preclude the
registration of colors, shapes, snells, sounds or configurations
where they function as tradenmarks.” S.Rep.No. 100-515, at 44,
100'" Cong., 2d Sess. (1988). See also The United States
Tradenmar k Associ ati on Trademark Revi ew Conmi ssi on Report and
Recommendati ons to USTA President and Board of Directors, 77 TWMR
375, 421 (1987)[recomrendi ng that “the terns ‘synbol, or
device’'...not be deleted or narrowed to preclude registration of
such things as a col or, shape, snell, sound, or configuration
which functions as a mark.”]. W note in passing, however, that
any reference to “taste” or “flavor” functioning as a tradenark
is absent fromthese reports.

14
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1d. at 1163.

It is against this backdrop that we consider the
registrability of applicant’s “orange flavor” as a
trademark for pharnmaceuticals.

Functionality

We begin by addressing the question of functionality.
The Trademark Act was anended expressly to provide that an
application may be refused registration if the proposed
mark “conprises any matter that, as a whole, is
functional.” Section 2(e)(5) of the Trademark Act, 15
U.S.C. § 1052(e)(5).

The Suprenme Court has addressed the issue of
functionality in cases both before and after the statutory
change. The Court has stated “[i]n general terns, a
product feature is functional, and cannot serve as a
trademark, if it is essential to the use or purpose of the
article or if it affects the cost or quality of the
article.” Qualitex Co. v. Jacobson Products Co., 34 USPQd
at 1163-64, quoting |Inwood Laboratories, Inc. v. lves
Laboratories, Inc., 456 U S. 844, 214 USPQ 1, 4 n. 10
(1982). A functional feature is one the “exclusive use of
[ whi ch] woul d put conpetitors at a significant non-
reputation-rel ated di sadvantage.” Qualitex Co. v. Jacobson

Products Co., 34 USPQRd at 1164. See TrafFi x Devices Inc.

15
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1006 (2001).

legitimate conpetition by maintaining the proper

bal ance

523 U. S. 23, 58 USP@d 1001,

The functionality doctrine is intended to encourage

bet ween trademark | aw and patent law. As the Suprene Court

observed in Qualitex Co. v. Jacobson Products Co.

USPQd at 1163- 64:

The functionality doctrine prevents
trademark | aw, which seeks to pronote
conpetition by protecting a firnm's
reputation, frominstead inhibiting
legitimate conpetition by allowi ng a
producer to control a useful product
feature. It is the province of patent
l aw, not trademark |aw, to encourage

i nvention by granting inventors a
nmonopol y over new product designs or
functions for a limted tine, after
whi ch conpetitors are free to use the
i nnovation. If a product’s functional
features could be used as trademarks,
however, a nonopoly over such features
coul d be obtained without regard to
whet her they qualify as patents and
coul d be extended forever (because
trademar ks may be renewed in
perpetuity). That is to say, the
Lanham Act does not exist to reward
manuf acturers for their innovation in
creating a particular device; that is
t he purpose of the patent law and its
period of exclusivity. The Lanham Act,
furthernore, does not protect trade
dress in a functional design sinply
because an investnent has been nmade to
encourage the public to associate a
particular functional feature with a
si ngl e manufacturer or seller.

16

, Inc.

34
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The Federal G rcuit, our primary review ng court,
| ooks at four factors when it considers the issue of
functionality: (1) the existence of a utility patent
disclosing the utilitarian advantages of the design; (2)
advertising materials in which the originator of the design
touts the design's utilitarian advantages; (3) the
availability to conpetitors of functionally equival ent
designs; and (4) facts indicating that the design results
in a conparatively sinple or cheap nmet hod of manufacturing
the product. 1In re Mrton-Norwi ch Products, Inc., 671 F.2d
1332, 213 USPQ 9, 15-16 (CCPA 1982). See also Valu
Engi neering Inc. v. Rexnord Corp., 278 F.3d 1268, 61 USPQRd
1422, 1426 (Fed. Cir. 2002).

The Morton-Norwi ch factors provide a framework with

which to evaluate the evidence relating to functionality.
Accordingly, we now turn to consider the facts in evidence

that are relevant to the Mdrton-Norwi ch factors.

The second Morton-Norwi ch factor, nanely applicant’s

pronotional materials touting the utilitarian advant ages of
t he orange flavor, is particularly significant in assessing
functionality in this case. See In re Bose Corp., 772 F.2d
866, 227 USPQ 1 (Fed. Cir. 1985); and In re G bson CGuitar
Corp., 61 USPQ2d 1948 (TTAB 2001). See also 1 J.T.

McCarthy, McCarthy on Trademarks and Unfair Conpetition, 8§

17
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7:74 (4'" ed. 2006) [“If a seller advertises the utilitarian
advant ages of a particular feature, this constitutes strong
evi dence of functionality.”]. Although the application is
based on an intention to use the mark in comerce, the
evidentiary record includes excerpts fromapplicant’s
website that illustrate the utilitarian functionality of
the orange flavor of applicant’s nedicine. See In re Prono
I nk, 78 USPQ2d 1301 (TTAB 2006) [exam ning attorney’s

i ntroduction of portions of applicant’s website is

perm ssible in connection with exam nation of applicant’s
intent-to-use application]. As applicant’s website

i ndi cates, poor patient conpliance in taking prescribed
medicine is a major obstacle to the successful treatnent of
depression; relative to applicant’s product, “nore than
hal f [of the nedical professionals surveyed] said that
greater discretion of adm nistration and pl easant taste
were inportant advantages over conventional antidepressant
tablets.” Applicant touts, no fewer than four tinmes on its
website, that its antidepressant tablet has “a pl easant
(orange) taste” and that “the pleasant orange taste” is an
“i mportant advantage over conventional antidepressant
tablets.” Applicant’s tablets and pills are designed to

di ssolve on a patient’s tongue; consequently, there is a

practical need for the nedicine to have an appealing taste.

18
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The i npression conveyed by applicant’s website is that
applicant’s orange flavor renders its pharmaceuti cal
superior, not in effectiveness, but in getting patients to
take the pill so that the pharmaceutical can be effective.
It is obvious that a nedication, no matter how potentially
effective, is useless unless the patient takes it. Indeed,
greater patient conpliance nmay | ead to qui cker recovery.
Thus, because the orange flavor of applicant’s nedication

| eads to patient conpliance, the orange flavor indirectly

i ncreases the efficacy of the nedication.

As to the third Mdrton-Norwich factor, that is, the

exi stence of alternative designs (or, in this case,
flavors), the Federal Circuit has noted that the nere fact
t hat ot her designs are avail abl e does not necessarily nean
that applicant’s design is not functional. |In re Bose, 227
USPQ at 5-6 [“That another type of [design] would work
equally as well does not negate that this [design] was
designed functionally to enhance or at |east not detract
fromthe rest of the system..I|f the feature asserted to

gi ve a product distinctiveness is the best, or at |east

one, of a few superior designs for its de facto purpose, it

follows that conpetition is hindered. Mbrton-Norw ch does

not rest on total elimnation of conpetition in the goods.”

(enphasis in original)].

19



Ser No. 76467774

The fact that there are alternative flavors is hardly
surprising, or in and of itself, legally sufficient to
establish that applicant’s orange flavor is not functional.
The question is not whether there are alternative flavors
that woul d performthe sane basic function, but whether
these flavors work “equally well.” Id. at 1427, quoting 1

J.T. McCarthy, McCarthy on Tradenmarks and Unfair

Conpetition, supra at 87:75.

The record does not indicate with any specificity the
nunber of flavors that m ght work effectively with
applicant’s antidepressants. Applicant nentions just two
alternatives in its argunents, nanely cherry and grape.
(Appeal Brief, p. 4). Indeed, it would appear fromthe
record that certain flavors are nore effective than others
in masking the particular tastes of certain nedicinal
agents. Although the evidence shows a variety of flavors
may be used for different nmedications, it is possible that
not all of these flavors would conpl enent an anti depressant
tablet or pill, either because no patient (particularly
adul ts) woul d swal |l ow such a flavor, or nore inportantly,
because the flavor m ght not effectively work with the
ot her ingredients.

Applicant itself touts its “pleasant orange taste” as

“an i nportant advantage over conventional antidepressant
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tablets.” Wile there nay be other flavors that can be
used for antidepressants, applicant essentially pronotes
its orange flavor as being better than others. |In re Bose
Corp., 227 USPQ at 6 [“In concluding that the Bose

encl osure design is one of the best fromthe standpoi nt of
performance of the speaker system we need only believe
Bose’s own statenents.”]. Further, the record shows that
orange is consistently used as a flavor in the

phar maceutical trade. Although we cannot definitively say
that orange is the nost popular flavor, it certainly would
appear on the short list of nost popular flavors. Thus, on
this record, we cannot say that there are true
alternatives, or at |east a significant nunber of
acceptabl e alternatives, to an orange flavor for

anti depressants.

As to the first Mdrton-Norw ch factor, applicant

indicated, in response to the examning attorney’s inquiry,
that “[a]pplicant’s mark is not the subject of an issued or
pendi ng or abandoned patent application.” (Response, Cct.
14, 2003, p. 3). The fact that the proposed mark is not
the subject of a utility patent does not establish that
applicant’s orange flavor is nonfunctional. TrafFix
Devices, Inc. v. Marketing D splays, Inc., 58 USPQ2d at

1006. This factor may only be considered as neutral.
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Regarding the fourth Morton-Norwi ch factor, there is

nothing in the record to indicate that the addition of
applicant’s orange flavor to its pharmaceuticals results in
a conparatively sinple or cheap nethod of manufacturing the
anti depressant tablet or pill. Applicant has stated that
its orange flavor “does not make the pharmaceutical work
better or affect its cost or quality. Rather the orange
flavor is fanciful in that with or without the orange
flavor, the pharmaceutical would be prescribed the sane,
wor k the same, and cost the sanme.” (Appeal Brief, p. 4).
Wi | e evidence that a product feature nmakes the
product cheaper to manufacture may be probative in show ng
functionality, evidence that it does not affect its cost is
not necessarily proof of non-functionality. As clearly
shown by applicant’s website and the standard use of flavor
in the trade, any noney that a pharmaceutical conpany saves
by not flavoring bitter or otherw se unpal atabl e nedi ci ne
may not be a wise decision in a conpetitive environnent.
Thus, even assum ng that the addition of orange flavor to
applicant’s pharnmaceuti cal s does not render the manufacture

t hereof cheaper or sinpler, this does not nean that
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applicant’s orange flavor is not functional. W therefore
treat this factor as neutral.’

Anal ysis of the Mdrton-Norwi ch factors, and in

particul ar, applicant’s touting of the functional nature of
its orange flavor, and the | ack of evidence of acceptable
alternatives, supports a finding of utilitarian
functionality in this case. The fact that two of the
factors are neutral does not affect this conclusion. There
is no requirenent that all four factors nust be found to
favor functionality before such a finding can be reached.
See Traf Fix Devices Inc. v. Marketing Displays Inc., 58
USPQR2d at 1006 [functionality of design neans that
conpetitors need not explore whether other designs mght be
used] .

In connection with the functionality issue in this
case, it is also helpful to consider conpetitive need.

Anal ysis of both conpetitive need and the Mrton-Norw ch

factors is relevant and useful in determning the issue of

functionality presented herein. See 1 J.T. MCarthy,

" Even if the addition of an orange flavor to applicant’s
pharnmaceuticals adds to the cost of nmanufacture, such additional
cost does not prove that orange flavoring is a non-functional
feature of the goods. |Indeed, inproving the utilitarian features
of a product may dictate that the manufacturing process be nore
expensive or conplicated. See In re Pingel Enterprise Inc., 46
UsP@d 1811, 1821 (TTAB 1998) [applicant’s choice of a nore
conpl ex and expensi ve manufacturing process does not nean that
the configuration of the product is not functional].
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McCarthy on Trademarks and Unfair Conpetition, supra at 8§

7: 68.

In the past, conpetitive need has been a foundation of
the analysis of the functionality of certain marks. The
Federal Crcuit has stated the foll ow ng:

An inportant policy underlying the
functionality doctrine is the
preservation of conpetition. As this
court’s predecessor noted in Mrton-
Norwi ch, the “effect upon conpetition
‘is really the crux’” of the
functionality inquiry, and,
accordingly, the functionality doctrine
preserves conpetition by ensuring
conpetitors “the right to conpete
effectively.” As we stated in
Brunswi ck Corp. v. British Seagul

Ltd., “functionality rests on
‘utility,” which is determned in |ight
of ‘superiority of design,’” and rests
upon the foundation of ‘effective
conpetition.”” The inportance of
conpetition was reaffirnmed in Qualitex,
in which the Suprene Court focused on
whet her a feature “woul d put
conpetitors at a significant non-
reputation-rel ated di sadvantage.” And
when di scussing the policy behind
limting trade dress protection, the
Suprene Court in Traf Fi x noted that
“Ia]ll ow ng conpetitors to copy wll
have salutary effects in many
instances.” (citations omtted).

Thus, in determning “functionality,”
t he Board nust assess the effect

regi stration of a mark woul d have on
conpetition.

Val u Engi neering Inc. v. Rexnord Corp., 61 USPQRd at 1428.

24



Ser No. 76467774

As shown by the evidence, flavors are added to
pharmaceutical preparations to function as masks for the
unpl easant taste of the nmedications. Although one m ght
view this inproved palatability as aesthetic appeal,
phar maceuti cal producers tout, as fact, that flavoring is
effective in achieving increased patient conpliance, which,
inturn, is autilitarian feature that provides a
conpetitive advantage. Thus, we view the issue here, as do
both applicant and the exam ning attorney, as utilitarian
functionality. See Brunswi ck Corp. v. British Seagul
Ltd., 35 F.2d 1527, 32 USPQ2d 1120 (Fed. Cir. 1994), cert.
denied, 514 U. S. 1050 (1995) [color black for outboard
notors functional, even though it had no utilitarian effect
on the mechani cal operation of the engines, because it
provi ded conpetitive advantages in the ease of coordination
wth a variety of boat colors and reduction of the apparent
size of the engine]. The Suprenme Court, in its Qualitex
decision, cited, with apparent approval, the Federal
Circuit’s decision in Brunswi ck as an exanple of a
situation where color has a utilitarian function.

We view the Federal Circuit’s |anguage in Brunsw ck
regardi ng conpetitive need to be applicable to applicant’s

attenpt to register its orange flavor:
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The Board consi dered the proposed
mark’s functionality: “Although the
color black is not functional in the
sense that it nmakes these engi nes work
better, or that it makes them easier or
| ess expensive to manufacture, black is
nore desirable fromthe perspective of
prospective purchasers because it is
color conpatible with a wider variety
of boat col ors and because objects

col ored bl ack appear smaller than they
do when they are painted other |ighter
or brighter colors. The evidence shows
t hat peopl e who buy outboard notors for
boats like the colors of the notors to
be harnonious with the colors of their
vessels, and that they also find it

desi rabl e under some circunstances to
reduce the perception of the size of
the notors in proportion to the boats.”
(citation omtted) The Board concl uded
that the col or black, applied to the
engines, is de jure functional because
of conpetitive need.

* Kk Kk k%

The col or bl ack, as the Board not ed,
does not nake the engines function
better as engines. The paint on the
external surface of an engi ne does not
af fect its nechani cal purpose. Rather,
t he col or bl ack exhibits both col or
conpatibility with a wde variety of
boat colors and ability to nmake objects
appear smaller. Wth these advant ages
for potential custoners, the Board
found a conpetitive need for engine
manuf acturers to use black on outboard
engi nes. Based on this conpetitive
need, the Board determ ned that the
color was de jure functional. This
court discerns no error in the Board's
| egal reasoning and no clear error in
its factual findings...Al outboard
engi ne manufacturers color their
products. These manufacturers seek
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colors that easily coordinate with the
wi de variety of boat colors. The Board
found that the color black served this
non-trademark purpose. In addition,

t he Board found that the col or bl ack
serves the non-trademark purpose of
decreasi ng apparent object size. The
record showed that these features were
i nportant to consuners. Unlike the
color pink in Onmens-Corning, the Board
found a conpetitive need for the color
bl ack. Thus, the Board concl uded t hat
regi stration of Mercury’'s proposed mark
woul d hi nder conpetition. The court

di scerns no clear error in the Board's
findi ngs.

Brunswi ck Corp. v. British Seagull Ltd., 32 USPQR@d at 1121;
1122- 23.

As stated by the Federal CGircuit in Brunswi ck, “[a]s
with any mark, the test for de jure functionality hinges on
whet her registration of a feature hinders conpetition, and
not whether the feature contributes to the product’s
comrerci al success.” 32 USPQ2d at 1124. 1In the Brunsw ck
case, color conpatibility and the ability to decrease
apparent engi ne size supplied a conpetitive advantage. See
also Inre Ferris Corp., 59 USPQd 1587 (TTAB 2000) [pink
skin color held functional for wound dressings].

In the sane way, applicant’s applied-for orange flavor
is functional. Just as in the case of Brunsw ck wherein
the color black did not make the outboard engi nes work

better, applicant’s orange flavor does not nake the
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medicine intrinsically any nore effective in treating
depression. Rather, |like the advantages of col or
conpatibility and reduction in apparent engine size

af forded by the col or black, applicant’s orange flavor
makes its anti depressant tablets and pills nore pal atabl e
for patients, resulting in increased patient conpliance,
and thereby supplying applicant with a conpetitive
advantage. Registration by applicant woul d hi nder
conpetition by placing conpetitors at a substanti al
conpetitive di sadvant age.

As indicated above, the Board has not had an
opportunity to rule on the registrability of flavor as a
trademark until this case. Moreover, there is a dearth of
case law fromother tribunals squarely addressing this
issue. One case that dealt with the functionality of
flavor, and that has applicability to our decision herein,
is Wlliam R Warner & Co. v. Eli Lilly & Co., 265 U S. 526
(1924).8 This litigation involved two conpeting
phar maceuti cal manufacturers that were using chocolate to
give their liquid quinine preparations color and flavor,
and to aid in suspending the other ingredients. Lilly sued

War ner and sought, in pertinent part, to enjoin Warner’s

8 Neither applicant nor the examining attorney cited this case.
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conti nued manufacture and sale of the preparation if
flavored with chocol ate. The Suprenme Court refused to find
that Lilly had exclusive rights in the brown color of the
qui ni ne preparation, which was due to the presence of

chocol ate as a maski ng agent and suspensi on nedium The
Court stated:

Chocol ate is used as an ingredient, not
al one for the purpose of inparting a
distinctive color, but for the purpose
of al so making the preparation
peculiarly agreeable to the palate, to
say nothing of its effect as a
suspending nmedium Wiile it is not a
medi ci nal elenent in the preparation,
it serves a substantial and desirable
use, which prevents it frombeing a
mere matter of dress. It does not
nerely serve the incidental use of
identifying the respondent’s
preparation and it is doubtful whether
it should be called a nonessenti al.
(enmphasi s added) (citation omtted).

Al t hough the Court did not use the term*“functional,” the

Court, in suggesting that the chocol ate was not

“nonessential,” essentially concluded that chocol ate was

functional. 1In so holding, the Court observed the
f ol | owi ng:

The use of chocol ate as an ingredi ent
has a three-fold effect: It inparts to
the preparation a distinctive color and
a distinctive flavor, and to sone
extent, operates as a nmediumto suspend
the quinine and prevent its
precipitation. It has no therapeutic
val ue; but it supplies the mxture with
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a quality of palatability for which

there is no equally satisfactory

substitute. (enphasis added)

Thus, the Court appears to be stating that the
chocol ate was functional because, anong other things, its
flavor made the nedicine palatable; the flavor “serves a
substantial and desirable use, which prevents it from being
a mere matter of dress.” As the Court later articul ated
the I egal standard in subsequent cases, the chocol ate,
i ncludi ng the chocol ate flavor, was “essential to the use
or purpose of the product.” Qualitex Co. v. Jacobson
Products Co., 34 USPQ2d at 1163-64. The sane can be said
concerning applicant’s orange fl avor.
In sum the evidence clearly shows that the nedicinal

ingredients in pharmaceuticals generally have a
di sagreeabl e taste that may be nasked so that patients wll
be nore likely to take the nedicine. Therefore, flavor
performs a utilitarian function that cannot be nonopolized
w t hout hindering conpetition in the pharnaceutical trade.
To allow registration of “an orange flavor” as a trademark
woul d give applicant potentially perpetual protection for
this flavor, resulting in hindrance of conpetition. See
Jerone G |son and Anne G| son LaLonde, Ci nnanon Buns,

Mar chi ng Ducks and Cherry-Scented Racecar Exhaust:

Protecting Nontraditional Trademarks, 95 Trademark Rep.
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773, 800-01 (July-August, 2005) [“One substanti al

i npedi ment to enforcenment of flavor marks is functionality.
Certain flavors may be found to be functional because they
need to be available to the conpetition.”]; and Nancy L.

Cl arke, Issues in the Federal Registration of Flavors as
Trademar ks for Pharnmaceutical Products, 1993 U IIlI. L.
Rev. 105, 132 [“[I]f the Patent and Trademark O fice or the
courts are asked to grant trademark status to the flavor of
a prescription pharnmaceutical product, they should refuse
to do so. The Patent and Trademark Office and the courts
may rely on the utilitarian functionality doctrine and on
practical considerations to deny |egal protection to
flavors on this type of product.”].

Failure to Function as a Mark

We now address the question of whether applicant’s
proposed mark functions as a trademark. Inplicit in the
statutory definition of a “trademark” set forth above is a
requi renent that there be a direct association between the
matter sought to be registered and the goods identified in
the application, that is, that the matter is used in such a
manner that it would be readily perceived as identifying
such goods. The present case is based on an intention to
use the mark in commerce; applicant has not filed an

amendnment to all ege use and, thus, there is no specinen of
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record. Accordingly, we nust nmake our determ nation based
on the description provided in the application, nanely, “an
orange flavor,” rather than on any evidence of how the
proposed mark would be or is actually used.

As is the case with any trademark, nere intent that a
word, name, synbol or device function as a trademark or
service mark is not enough in and of itself. 1Inre
Mor ganrot h, 208 USPQ 284 (TTAB 1980). In the present case,
the critical inquiry becones: Wuld the “orange flavor”
sought to be registered be perceived as a source indicator
or nerely as a flavor of the pharnmaceutical ?

To state the obvious, virtually everything that hunmans
put in their nmouths has sonme sort of flavor: fromfood to
wine to toothpaste to pharmaceuticals.® As shown by the
evidence of record, it is standard practice within the
phar maceutical industry to flavor nedicines to make them
nore pal atable. This was true |long before the application
in this case was filed. |Indeed, the evidence shows that
there are at |least two entities whose busi nesses are
devoted solely to manufacturing flavorings to add to

medi ci nes to make them nore pal atable. Because of this

° Indeed, even a tablet or pill designed for nedicine that is
swal | owed quickly with water would normal |y have sone taste or
flavor.
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common practice, consuners would not view the flavor of a
pharmaceuti cal as a trademark; rather, they woul d consider
it to be an inherent feature of the product that renders it
nmore appealing. In this respect, flavor is analogous to
product design and color. As stated by the Suprene Court:

In the case of product design, as in

the case of color, we think consuner

predi sposition to equate the feature

with the source does not exist.

Consuners are aware of the reality

that, al nobst invariably, even the nobst

unusual of product designs--such as a

cocktail shaker shaped |i ke a penguin--

is intended not to identify source, but

to render the product itself nore

useful or nore appealing.
Wal - Mart Stores, Inc. v. Samara Brothers, 529 U S. 205, 54
UsP@d 1065, 1069 (2000).

There is nothing in the record to indicate that “an
orange flavor” for applicant’s antidepressants woul d be
perceived as a trademark for them On the contrary, the
record shows that an orange flavor is used in numerous
medi cines. As a result, consuners would not viewthe
orange flavor of an antidepressant tablet or pill as a
trademark; rather, they would consider it only as just
anot her feature of the nedication, nmaking it palatable. To
be sure, the record is conpletely devoid of any evidence of

consuner recognition of applicant’s “orange flavor” as a

tradenmar k.
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| nasnmuch as flavors, including orange, are a common
feature of pharmaceuticals, we find that consuners woul d
not view applicant’s orange flavor as a trademark. See
Jerone G |son and Anne G| son LaLonde, Ci nnanon Buns,
Mar chi ng Ducks and Cherry-Scent ed Racecar Exhaust:

Protecting Nontraditional Trademarks, supra at 801

[ “Consuners may not see flavor in a product as a trademark.
To them it may be just another feature of the goods.”].

Applicant’s contention that its orange flavor is so
uni que and distinctive that it deserves trademark
protection is not persuasive. In this connection, we note
that applicant has applied to register nerely “an orange
flavor,” without limting its application to a particular
type of orange flavor. Although the exam ning attorney
accepted the description “an orange flavor” as adequate,
this description hardly describes any particul ar orange
flavor, let alone applicant’s purportedly distinctive
orange flavor. |If a registration were to issue for the
mark with this description, applicant would gai n excl usive
rights to all flavors of orange, not just the “unique”
orange flavor that applicant clains it has.

Even if we were to treat applicant’s application as
being for its “unique” orange flavor, we would find that

applicant’s flavor fails to function as a mark. Because
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flavor is generally seen as a characteristic of the goods,
rather than as a trademark, a flavor, just as in the cases
of color and scent, can never be inherently distinctive.
As previously discussed, flavor, including an orange
flavor, is so intrinsic a feature of pharnaceuticals, that
consunmers W ll not perceive a flavor, even a “uni que”
orange flavor, as a trademark unless they have been
educated to perceive it as such. Thus, any registration of
a flavor requires a substantial showi ng of acquired

di stinctiveness. Evidence of acquired distinctiveness was
not introduced in this application. See, e.g., VWal-Mart
Stores, Inc. v. Samara Brothers, Inc., 54 USPQd at 1068,
citing Qualitex Co. v. Jacobson Products Co., Inc., 34
USPQ2d 1162-1163. See al so TMEP §1202.05(a) (4'" ed. 2005)
[ “The burden of proving that a color mark has acquired

di stinctiveness is substantial.”]; and TMEP §1202.13 (4'F
ed. 2005) [“The amount of evidence required to establish
that a scent or fragrance functions as a mark is
substantial.”].

Al t hough our decision is based on the anal ysis set
forth above, we are not blind to the practi cal
considerations involved in the registration of flavor
mar ks. Flavor perception is very subjective; what

applicant considers to be a unique and distinctive orange
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flavor may be considered by patients as sinply an orange
flavor. Moreover, the Ofice’ s examnation of flavor
mar ks, not to nention litigation at the Board, would be
very probl ematic. !

Further, it is not clear how taste would as a
practical matter function as a trademark. A consumner
generally has no access to the product’s flavor prior to
purchase. A trademark is defined as a word, nane, synbol
or device that is used by a person “to identify and
di stinguish his or her goods, including a unique product,
fromthose manufactured or sold by others and to indicate
the source of the goods.” Section 45 of the Trademark Act,

15 U.S.C. 8§1127. Unli ke color, sound and snell, there

10 1'n the abstract, we see sone difficulty in howa taste could
function as a trademark. As stated by Ms. Clarke in her |aw
review articl e:

A flavor’s subjectivity derives principally

fromits conplexity. Flavors consist of

three elenents: aronm, taste (sweet, acid,

bitter, or saline), and feeling. Numerous

factors influence taste acuity, anpong them

age, disease, and, for certain tastes,

tenperature. In addition, one's taste

perception varies with practice, increasing

the subjectivity of this sense. Thus,

because of the subjectivity of flavor

perception, the risk of inconsistent

results would be substantial if the PTO

exam ned flavors for trademark protection

or if a flavor trademark owner sought to

enforce his rights in court. (footnotes

omtted).
Nancy L. Clarke, Issues in the Federal Registration of Flavors as
Tradenmar ks for Pharmaceutical Products, supra at 131.
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generally is no way for consuners routinely to distinguish
products by sanpling them before they decide which one to
purchase. Generally, it would not be expected that
prescribed anti depressants would be tasted prior to
purchase so that a consuner, in conjunction with a
physi ci an, could distinguish one antidepressant from

anot her on the basis of taste. Thus, the consuner, in
maki ng a purchasi ng decision involving either a prescribed
medi cation or an over-the-counter nedication, is unable to
di stingui sh one pharnmaceutical from another based on
flavor. Consequently, it is difficult to fathom exactly
how a flavor could function as a source indicator in the
classic sense, unlike the situation with other
nontraditional trademarks such as color, sound and snell,

to which consuners may be exposed prior to purchase.

Decision: The refusals to register are affirned.

1 Further, what woul d be an acceptabl e specinen of use in this
case? Wthout ingesting applicant’s antidepressant tablet or
pill, there is no way to taste the purportedly “distinctive”
orange flavor that applicant clains as its tradenmark. Wuld the
orange flavor used in a placebo tablet or pill (subnitted as a
speci nen) taste the sane as the “distinctive” orange fl avor
maski ng the bitterness of applicant’s antidepressant? And, the
sanme flavor nay taste different to different consuners. See n.
10, supra. Gven that the sane flavor may be described in a
variety of different ways, a detailed description of the flavor
on | abel s, packaging, etc. would not be sufficient.
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