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Opi ni on by Rogers, Adm nistrative Trademark Judge:

Applicant The PC Authority, Inc. [PCA] has applied
to register the mark THE PERSONAL COVPUTER AUTHORI TY and
the mark set forth below, each for services identified as

“retail stores featuring conmputer hardware and software,
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conput er accessories, conputer networking products and
peri pheral devices,” in International Class 35, and
“consul tation and design for others in the field of
conput er hardware and software, conputer accessories,
conput er networking products and peri pheral devices,” in
I nternational Class 42. Each application is based on an
al l egation of use of the applied-for mark in comrerce,
with June 30, 1995 asserted as the date of first use and
first use in comerce. The applications include,
respectively, disclainmers of “Personal Conputer” and

1] PC. ”

PC

AUTHORITY

THE PLEADI NGS

Regi stration of these marks has been opposed by The
Sports Authority Mchigan, Inc. [TSAM, under Section
2(d) of the Lanham Act, 15 U. S.C. 81052(d). Opposer
alleges there is a likelihood of confusion or m stake
anong consuners, or that they would be deceived, in view
of opposer’s (1) ownership of four incontestable
registrations for AUTHORI TY, THE SPORTS AUTHORI TY, THE

SPORTS AUTHORI TY & design, and THE SKI AUTHORI TY; (2)
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opposer’s “prior adoption, use and registration of use
[sic]” of THE SPORTS AUTHORI TY as a trade nane; (3)
opposer’s “prior adoption and use of a famly of marks
dom nated by the word ‘ AUTHORI TY ”; and (4) opposer’s
“numerous” registrations for marks “dom nated by the word
“AUTHORI TY' ,” 35 of which are set forth by mark

regi stration number and cl ass of goods or services in a

chart in the notice of opposition.' Opposer asserts that

! The registrations listed in the notice of opposition include
the follow ng, which we have listed by registration nunber,

i ssue date, mark and goods or services with internationa
classification. (W have listed here only those registrations
pl eaded in the notice of opposition, by issue date fromthe

ol dest to the nost recent, and corrected errors in opposer’s
chart.)

1, 245,417 | July 12, AUTHORI TY Apparel , nanmely, rainwear
1983 j ackets, coats, suits,
sl acks and vests (C . 25)

1,527,526 | February THE SPORTS Retail store services
28, 1989 AUTHORI TY featuring sporting
equi prent and clothing (d.

42)
1,529, 035 | March 7, THE SPORTS Retail store services
1989 AUTHORI TY & |featuring sporting
Desi gn equi prmrent and clothing (O .
42)
1,688,221 | May 19, THE SKI Retail store services
1992 AUTHORI TY featuring ski equi pment and

clothing (C. 42)

1, 821, 430 | February THE SPORTS Ladi es apparel; nanely

15, 1994 AUTHORI TY shirts, and nmen’s apparel;
nanely hats, visors, pants,
shirts, shorts and swim
trunks (d . 25)

1, 937, 000 | Novenber THE LOW Retail store services
21, 1995 PRI CE conprising the sale of
AUTHORI TY sporting goods and

equi pnent, footwear and
clothing (O . 42)
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1, 938, 392 | Novenber THE BAG Athl etic bags, drawstring
28, 1995 AUTHORI TY bags used for sleeping bags
and floor mats, duffle bags
and soft luggage (C . 18)
1,963,911 | March 26, THE KNI FE Retail store services
1996 AUTHORI TY featuring sporting goods
and equi pnent, footwear and
clothing (O . 42)
1, 999, 520 | Sept enber THE CLUB Managenent of recreation
10, 1996 AUTHORI TY and fitness clubs of
ot hers; and busi ness
consulting services
relating to heal th,
recreation and fitness
clubs (d. 35)
2,003, 381 | Sept enber THE BI CYCLE | Repairs and nai nt enance of
24, 1996 AUTHORI TY bi cycles (A. 37). Retai

store services in the field
of bicycles and rel ated
accessories (O. 42)
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2,071,449 | June 17, THE SPORTS Scor ebooks, instruction
1997 AUTHORI TY gui des and books in the
fields of sports, exercise,
fitness and recreation;
clip boards; printed forns;
printed nmatter, nanely art
pictures, art prints, bags
for nmerchandi se packagi ng,
cal endars, gift
certificates,
illustrations, price tags,
and nmagazines in the fields
of sports, exercise,
fitness and recreation;
score cards; stationery
(A. 16). Bags for travel
and sports (C. 18).

Towels (A . 24).

Cl othing, nanely shirts,
tops, pants and shorts;
headwear ; hosiery; sweat
bands (Cl. 25). Shoe | aces
(A. 26). Advertising for
ot hers; inport-export
agency; marketing research;
pur chasi ng agents; sales
pronotion for others; and
pronoting sports teans,
conpetitions and events for
others (d. 35).

Sponsoring sports teans,
conpetitions and events for
others (O . 36).

2,074,352 | June 24, SHCE & Retail store services in
1997 APPAREL the field of sporting goods
AUTHORI TY and equi pnent, apparel

f oot wear, headgear and

rel ated goods and services

(A. 42)
2,074,353 | June 24, I N- LI NE Retail store services in
1997 SKATE the field of sporting goods

AUTHORI TY and equi pnent, apparel

f oot wear, headgear and

rel ated goods and services
(A. 42)
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2,074, 354 | June 24, AUTHORI TY Retail store services in
1997 the field of sporting goods
and equi pnent, apparel,
f oot wear, headgear and
rel at ed goods and services
(A. 42)
2,074, 355 | June 24, TEAM SPORTS | Retail store services in
1997 AUTHORI TY the field of sporting goods
and equi pnent, apparel,
f oot wear, headgear and
rel at ed goods and services
(A. 42)
2,074,356 | June 24, FI SHI NG Retail store services in
1997 AUTHORI TY the field of sporting goods
and equi prnent, apparel,
f oot wear, headgear and
rel ated goods and services
(aA. 42)
2,074,357 | June 24, HUNTI NG Retail store services in
1997 AUTHORI TY the field of sporting goods
and equi pnent, apparel,
f oot wear, headgear and
rel ated goods and services
(A. 42)
2,074,358 | June 24, BASKETBALL Retail store services in
1997 AUTHORI TY the field of sporting goods
and equi pnent, apparel,
f oot wear, headgear and
rel ated goods and services
(A. 42)
2,074,359 | June 24, GOLF Retail store services in
1997 AUTHORI TY the field of sporting goods
and equi pnent, apparel,
f oot wear, headgear and
rel ated goods and services
(A. 42)
2,074,782 | July 1, SPORTS Rest aurant services (d.
1997 AUTHORI TY 42)
FOQOD,
SPI RI TS AND
SPORTS &
Desi gn
2,076,213 | July 1, OUTERVEAR Retail store services in
1997 AUTHORI TY the field of sporting goods
and equi pnent, apparel,
f oot wear, headgear and
rel ated goods and services
(A. 42)
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2,076,214 | July 1, TENNI S Retail store services in
1997 AUTHORI TY the field of sporting goods
and equi pnent, apparel,
f oot wear, headgear and
rel at ed goods and services
(A. 42)
2,079,864 | July 15, FI TNESS Retail store services in
1997 AUTHORI TY the field of sporting goods
and equi pnent, apparel,
f oot wear, headgear and
rel at ed goods and services
(A. 42)
2,079,866 | July 15, HOCKEY Retail store services in
1997 AUTHORI TY the field of sporting goods
and equi prnent, apparel,
f oot wear, headgear and
rel ated goods and services
(a. 42)
2,079,867 | July 15, MARI NE Retail store services in
1997 AUTHORI TY the field of sporting goods
and equi pnent, apparel,
f oot wear, headgear and
rel ated goods and services
(aA. 42)
2,082,095 | July 22, EXERCI SE Retail store services in
1997 AUTHORI TY the field of sporting goods
and equi pnent, apparel,
f oot wear, headgear and
rel ated goods and services
(A. 42)
2,082,096 | July 22, FOOTVEAR Retail store services in
1997 AUTHORI TY the field of sporting goods
and equi pnent, apparel,
f oot wear, headgear and
rel ated goods and services
(A. 42)
2,082,097 | July 22, RUNNI NG Retail store services in
1997 AUTHORI TY the field of sporting goods
and equi pnent, apparel,
f oot wear, headgear and
rel ated goods and services
(A. 42)
2,096, 403 | Sept enber THE FI TNESS | Servi ces rendered by health
16, 1997 AUTHORI TY clubs (d. 41)
THE LAST
WORD | N
FI TNESS &
Desi gn
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TSAM | i censes its parent conpany,

| nc.

connection with approximately 200 retail

stores spread anong 32 states.

Opposer

The Sports Authority,

to use TSAM's marks and registrations on or in

sporting goods

al so asserts that

2,098, 608 | Sept enber THE FI TNESS | Fitness apparel, nanely
23, 1997 AUTHORI TY sweatshirts, t-shirts and
THE LAST tank tops (C . 25)
WORD I'N
FI TNESS &
Desi gn
2,101, 178 | Sept enber THE Rental of sporting goods,
30, 1997 AUTHORI TY i ncludi ng protective
ON SPORTI NG | cl ot hing and equi prent (d.
GO0DS 41). Retail store services
in the fields of fitness,
sporting goods and
equi pnent, apparel,
f oot wear, headgear and
rel ated goods (O . 42).
2,102, 208 | Sept enber THE SPORTS Comput er services, nanely
30, 1997 AUTHORI TY interactive on-line
publications in the fields
of sporting goods and
equi pnent, apparel,
f oot wear, headgear and
rel ated goods and services
(A. 42)
2,108, 004 | Cct ober THE SPORTS Retail store services in
21, 1997 AUTHORI TY the fields of fitness,
LTD. sporting goods and
equi pnent, apparel,
f oot wear, headgear and
rel ated goods (O . 35).
Rental of sporting goods,
i ncludi ng protective
cl ot hing and equi pnent (C .
41) .
2,141,699 | March 10, AQUARI UM Retail store services
1998 AUTHORI TY featuring pet fish and
aquatic supplies (O . 42)
2, 145, 645 | March 24, AQUARI UM Retail store services
1998 AUTHORI TY & |[featuring pet fish and
Desi gn aquatic supplies (C. 42)




Qpposition No. 113, 785

it is the largest full-line sporting goods retailer in
the United States, marketing “hardline” itenms, “softline”
items, and various services, both at retail and on a
whol esal e basis for use or resale by other enterprises.
The goods and services, according to the notice of
opposition, “have nmet with great commercial success and
wi despread consuner recognition”; and the marks and trade
name used on or in connection with these have been used
continuously since adoption. QOpposer asserts that its
mar ks have been advertised and pronoted in such a manner
as to establish the marks as a famly of marks; and that
its registrations for individual marks are valid and
subsi sting.?

Applicant has adm tted opposer’s allegations that
applicant “is engaged in the custoni zed retail and

whol esal e of personal conputers and in conputer

2 | n paragraph 6 of the notice of opposition, opposer asserts
that its registrations have been issued by the United States
Patent and Trademark O fice “[i]n recognition of the val uable
rights in and to OQpposer’s Marks, both individually and as a
famly of AUTHORITY Marks.” Wile an issued registration
carries certain evidentiary presunptions, there is no | egal
basis for opposer’s suggestion that the O fice has engaged in
any valuation of the extent of opposer’s rights inits

regi stered marks or for the proposition that, in issuing

regi strations, the Ofice sonmehow has determ ned that opposer’s
mar ks constitute a famly. W have accorded the registrations
properly made of record the evidentiary weight to which they are
entitled under the statute and have eval uated opposer’s cl ai m of
the existence of a fam |y of marks based on the evidence of
record.
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training”; that applicant’s applications include

di sclainmers; and that opposer’s registrations “issued.”
Applicant otherw se denies the salient allegations of the
notice of opposition. In addition, applicant has
asserted that the “use of the term*® AUTHORI TY' cannot be
di stinctive or exclusive to the Opposer” in view of the
nunmber of registered marks including that terny that
opposer “did not or could not oppose certain of these
AUTHORI TY-cont ai ni ng regi strations/applications” and is
“therefore barred by | aches, acqui escence and estoppel”
fromcontesting applicant’s application; and that the
respective custonmers of opposer and applicant “differ

mar kedl y” so that confusion is not likely.?

THE RECORD
The record consists of the pleadings; the files of
t he opposed applications; and a notice of reliance filed

by each party.* Opposer’s notice of reliance introduced

3 OF these assertions, only applicant’s assertion that the
opposition is barred by | aches, acquiescence and estoppel sets
out the only true affirmative defenses. Applicant did not,
however, submt evidence or argunent in support of these

def enses and we have not given them further consideration.

“ Each party utilized its notice of reliance to, anong ot her
things, indicate its reliance on testinony it took during its
mai n testinony period. Mreover, the parties stipulated that
each could file its notice of reliance during its testinony
period but could submit the exhibits introduced thereby after

10
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the Fed. R. Civ. P. 30(b)(6) discovery deposition and
exhi bits of Paul M LaRochelle, applicant’s president;
certified copies of 36 registrations for various marks of
opposer, each of which includes the term “Authority”;
applicant’s responses to opposer’s first set of requests
for adm ssions; the trial testinony deposition of M chael
A. Lisi, senior vice president of opposer TSAM and
exhibits; and the trial testinony deposition, with

exhi bits, of Robert Meyers, the manager of THE SPORTS

the close of its testinony period. It appears that one reason
they nmay have so stipulated was to allow each party additional
tinme to prepare the testinony transcripts and associ at ed
exhibits therefor, prior to filing.

The parties are rem nded that trial testinony depositions are
noticed and taken during the party’ s assigned testinony period
but are not filed via notice of reliance. Rather, the
transcript of a party’s testinony deposition and associ at ed
exhibits are served on the adverse party within 30 days of the
taking of the testinony and, follow ng correction of any errors,
a certified transcript is filed with the Board, under cover of a
notice of filing, with proof of service thereof. See Trademark
Rule 2.125, 37 CF. R 82.125. For a discussion of the
requi rement for serving an adversary with a transcript within 30
days, see TBMP 8713.13. For a discussion of filing with the
Board, see TBMP 88713.11 and 713.12. 1In essence, so long as the
party’s adversary is provided with its service copy within 30
days of the date of the testinony deposition, filing with the
Board may be nmde thereafter, wi thout need for the parties to
enter into a stipulation to provide for filing outside the
testinony period.

In contrast to the provisions of the rules that allow for
filing of parties’ testinony deposition transcripts after their
respective testinony periods, notices of reliance nust be filed
and served no later than the closing date of a party’s testinony
period. Notices of reliance -- a party is not linmted to one --
are utilized to introduce a variety of non-testinonial evidence
and may be prepared whenever feasible prior to or during a
party’ s testinony period, but nust be filed and served as noted.

11
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AUTHORI TY store in Manchester, New Hanpshire, where
applicant is |ocated. Opposer also introduced, during
rebuttal, additional testinmony of M. Lisi, with one
exhi bit.

Applicant’s notice of reliance introduced the
di scovery depositions of Mchael Lisi and Robert Meyers;
copies of 41 third-party registrations retrieved fromthe
Office's electronic records, each of which includes the
term “Authority”; opposer’s response to applicant’s first
set of interrogatories; the trial testinony deposition of
Paul LaRochelle, and exhibits; and the trial testinony
deposition of Clifford Sew ng, and exhibits.

Certain comments are in order in regard to the
record, even before consideration of the parties’
obj ections to particular itens of evidence.

First, each party has submtted di scovery deposition
transcripts in toto, i.e., has nade no apparent effort to
identify and introduce only those portions that are
rel evant to our determ nation of the pleaded clains.
While not inproper, it is nore effective to file only
t hose portions that are relevant and explain their

relevancy in the notice of reliance. See War-CGard

Corp. v. Van Dyne-Crotty Inc., 18 USPQ2d 1804, 1805 n.1

See Trademark Rules 2.120(j), 2.122(d)(2), and 2.122(e), 37

12
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(TTAB 1990) (petitioner introduced sel ected portions of
di scovery depositions of registrant’s w tnesses), and

Marion Laboratories Inc. v. Biocheni cal/Di agnostics |Inc.,

6 USPQ2d 1215, 1217 n.9 (TTAB 1988) (opposer introduced
only portions of discovery deposition of applicant’s
president); see also, 37 CF.R 82.120(j)(4) in regard to
adverse party offering additional portions necessary to
ensure fairness.

Second, not one of the deposition transcripts,

i ncluding those fromdi scovery and testinony, has been
signed by the witness, yet only sonme of the transcripts
include references to signature requirenents having been
wai ved by agreenent of the parties. There having been no
obj ecti ons, however, in this regard, to any of the
transcripts, they all have been considered.

Third, the parties have not been precise in the
handl i ng and subm ssion of apparently confidenti al
testimony and docunents. For exanple, whole transcripts
of testinony depositions have been | abel ed as
confidential when it is clear fromreading the
transcripts that only portions thereof were intended to
be shielded frompublic view Also, each party has

failed, in sonme respect, to submt under seal material it

C.F.R §82.120(j), 2.122(d)(2), and 2.122(e).

13
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obt ai ned during discovery and which was nmarked as
confidential at the tine of production.®> The parties are
rem nded that material should be designated as
confidential, and as requiring handling as such, only
when absol utely necessary. A stipulated protective
agreenent may not be used as a neans of circumventing

rel evant provisions of 37 C.F.R 82.27, which provide, in
essence, that trademark application and registration
files, and related TTAB proceeding files, generally

shoul d be avail able for public inspection.®

OBJECTI ONS TO EVI DENCE, BY OPPOSER:

It is the parties’ duty, under paragraph 12 of their
stipul ated protective agreenent, to redact or segregate
confidential information and submit it under seal. Though the
parties provided in paragraph 18 of their agreenment that the
Board “shall enforce the provisions” of the agreenent, the Board
does not actively nonitor the efforts of parties to conply with
such an agreenent. The agreenent is for the benefit of the
parties and it is the parties who are expected to abide by its
termns.

Al so, notw thstanding the provision to the contrary in
par agraph one of the parties’ protective agreenent, the Board' s
jurisdiction over the parties ends when this proceedi ng does and
the Board will not be involved in enforcing provisions of the
agreenent after conclusion of the opposition.

® Any exhibits to the parties’ notices of reliance, including
exhibits to discovery and testinony depositions, which have been
clearly stanmped “confidential,” shall be segregated by the Board
fromthe publicly avail able proceeding file. The parties are
all owed until 30 days fromthe date of this decision to submt a
substitute for any filed deposition transcript which includes
confidential testinony, replacing the pages containing the
confidential material wth blank nunbered pages and pl acing the
pages with confidential material in separate envel opes.

14
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Opposer argues in its brief that “[d]espite TSAM s
di scovery requests related to third-party uses and the
evi dence that Applicant anticipated introducing at trial,
Applicant failed to tinmely produce the docunents in
LaRochel | e exhibits 17-19.”7 (TSAM brief p.35) Opposer
has acknow edged that applicant did produce these
documents, but only two weeks before the LaRochelle
testi nony deposition (LaRochelle test. p.70), and asserts
t hat counsel for PCA “waited until after the discovery
period closed to instruct” the witness to search for the
documents and “waited until just before the testinony
deposition” to produce them (TSAM brief p.35)

PCA asserts that the production nade before the
deposition was not in response to discovery requests,
because the docunments did not exist during discovery and
“were created in preparation for trial, and therefore,
are covered by the work product doctrine.” (PCA brief
p.36) PCA al so argues that the produced docunents are
publicly avail able web sites and opposer could have

gotten themon its own. (PCA brief pp.36-37) Finally,

" W have not been provided with a copy of any discovery request
by opposer that relates to third-party uses or evidence PCA

pl anned to submt at trial. Inits reply brief, however, TSAM
guotes its interrogatory no. 13. That interrogatory requested
PCA to identify third parties known to be using the term
“Authority” in a mark or trade nane.

15
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PCA asserts TSAM “relied” on the disputed nmaterial at
pages 6-7 and 17-23 of the Lisi rebuttal testinony
deposition. The former two pages of testinony clearly
relate to applicant’s introduction of third-party
regi strations not web page evidence; but pages 17-23 do
i nvol ve di scussion of the probative value of the web
mat erial, insofar as the wi tness explains which purported
uses he believes require opposer’s intervention, which do
not, and which present the term“Authority” in a
different sense fromthe way in which it is used by TSAM

We note that TSAM s real conplaint appears to be
that PCA did not indicate, when they were produced, that
t he docunents “woul d be used at trial.” (LaRochelle test.
p.73) It is well settled, however, that in a Board
proceedi ng a party need not specify, prior to trial, the
evidence or witnesses it intends to present. See
authorities collected at TBMP 8419(7). Moreover, even if
a party could be expected to make such specification in
response to a discovery request, TSAM has not provided
any proof that it served a discovery request seeking
such.

| nsof ar as the produced docunents woul d be
consi dered responsive to TSAM s interrogatory no. 13,

TSAM s only conplaint can be that there was a delay in

16
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producti on of the web material found by LaRochelle, for
it is clear that PCA was under no obligation to search
for third-party uses that would be responsive to the
interrogatory. See authorities collected at TBMP
8419(9). We see no evidence of undue delay. The record
reveal s that discovery closed Novenber 30, 1999;
LaRochel |l e was instructed by counsel, by meno dated
Decenber 27, 1999, to search the web for uses of the term
“Aut hority”; LaRochelle did sone searching in January
2000; the web pages were printed out in March and Apri
2000 with the printed docunents pronptly produced to
TSAM and the deposition was held on May 3, 2000. There
is no evidence to support TSAM s contention that printing
of the docunments was intentionally delayed, so as to
del ay producti on.

TSAM s notion to strike LaRochelle exhibits 17-19 is
denied. We note, however, that our denial of the npotion
only neans that the material is part of the evidentiary
record. The probative value of the material is a
separate matter

Opposer al so objects to the entire testinony of
Clifford Sewing as an “expert” who was not identified,
i.e., an expert on the operation of BIG YELLON which is

all eged to be an Internet search engi ne and *“Bel

17
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Atlantic’s Yell ow Pages on the internet.” (LaRochelle
test. p.101) TSAM has not, however, provided a copy of
any interrogatory or other discovery request that call ed
for PCAto identify experts it would depose at trial
VWile it is clear that the identity of an expert w tness
to be called at trial is discoverable, there is no
automatic disclosure requirenment in Board proceedi ngs.
Thus, in the absence of proof that TSAM requested PCA to
identify its expert wi tnesses, we cannot say that PCA
failed to do so. TSAM s argunent that Sew ng shoul d have
been identified in response to a discovery request
calling for identification of “w tnesses having know edge
relating to the opposition” (TSAM brief p. 36) fails for
t he sanme reason, i.e., we have not been provided with

evi dence of any such di scovery request.

Finally, TSAM argues that the Sewi ng testinony is
not relevant, since it does not cover issues related to
i kel'i hood of confusion and is limted to operation of
BIG YELLON In this regard, PCA argues that the Sew ng
testinmony is rel evant because it authenticates and
provi des foundation for LaRochelle exhibits 18 and 19.
(PCA brief p.38) PCA reasons that because the LaRochelle
exhibits are relevant, so is the Sewi ng testinony

“establishing the reliability of the [BIG YELLOW

18
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listings.” (PCA Brief p.39) W find the Sewi ng testinony
rel evant to the working of the search engine that was
used by LaRochelle to produce LaRochelle exhibits 18 and

19, and deny TSAM s notion to strike the testinony.

OBJECTI ONS TO EVI DENCE, BY APPLI CANT:

Opposer pl eaded ownership of 35 federal
registrations, but attenpted to introduce 36 into the
record by its notice of reliance, and referenced 38 in
its brief. Applicant, inits brief, objects to one of
t he pleaded 35 (Reg. No. 2,071, 449) as not having been
properly proved by the TSAM notice of reliance, and
obj ects to one of the three unpl eaded registrations (Reg.
No. 2,274,172) referenced in the brief as not properly
proved. (PCA brief p.35)

Applicant’s objection to TSAMs reliance, inits
brief, on Reg. No. 2,274,172 is sustained, since the
regi stration was not pleaded and its status and title
have not been proved. No consideration shall be given to
that registration or to Reg. No. 2,282,414 whi ch,

i kewi se, was not pleaded or properly proved.

We al so have di sregarded Reg. No. 2,141,699 which,

t hough pl eaded, was not properly proved insofar as TSAM s

notice of reliance includes only a plain copy thereof.

19
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I n contrast, we have considered Reg. No. 2,249,780 which
was not pleaded but which was properly proved by

subm ssion of a certified copy showing status and title
and to which PCA has made no objection.

As to the objection to Reg. No. 2,071, 449, we note
that this registration is, as illustrated by the charts
in TSAM s pleading and brief, for the mark THE SPORTS
AUTHORI TY. Attached to TSAM s notice of reliance, in an
attenmpt to prove status and title of the registration, is
a certification sheet fromthe Ofice that certifies that
the registration is subsisting and owned by opposer.
However, attached to the certification sheet is a
phot ocopy not of Reg. No. 2,071,449 for THE SPORTS
AUTHORI TY, but a photocopy of Reg. No. 2,071,499 for the
mar k QUAKER MAID. TSAM with its reply brief, submtted
a substitute certified copy with the appropriate
phot ocopy, and expl ained that the O fice had attached the
wrong photocopy to the certification sheet submtted with
TSAM s notice of reliance. W overrule applicant’s
obj ection to the proof of Reg. No. 2,071, 449, and have

considered it.?®

8 W note, too, that TSAMs witness Lisi testified to status and
title of this and other registrations insofar as he identified
and authenticated both a list of TSAMs “issued registrations”
and photocopies of the listed registrations as nenbers of the
purported fam |y of marks owned by opposer. Proof of the status
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Applicant also objects to testinony of TSAM wi t ness
Lisi on state registrations, for which the only
supporting evidence is a list introduced as Lisi exh. 32.
PCA al so argues that TSAM did not indicate its intent to
rely on these registrations in its notice of reliance
and, therefore, they are not properly of record. W
overrule the objection to Lisi’s testinmony, and the
acconmpanyi ng exhibit. That official records, such as
t hose which would prove the status and title of state
regi strations, may be nade of record by notice of
reliance does not render the Lisi testinony inproper,
though it has little, if any, probative value, especially
since the exhibit is nmerely a |list of these purported
state registrations and we have not been provided with
any copies of the individual registrations.

Applicant al so objects to opposer’s introduction in
its brief of a “chart of its policing efforts,” arguing
that the exhibit cited as the source thereof does not
exi st and that the chart is different fromboth the chart
produced in response to PCA's discovery requests and the

chart discussed by TSAM wi tness Lisi. (PCA brief p.36)

and title of a registration my be made by direct testinony, as
wel | as by subm ssion, with a notice of reliance, of a copy
prepared by the office showing status and title. See Tradenark
Rul e 2.122(d)(2), 37 CFR 82.122(d)(2).
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Opposer asserts that the chart in the brief is nothing
nore than a conmbination of (1) a chart produced to PCA
during discovery and introduced into the record by PCA s
notice of reliance on the Lisi discovery deposition, and
(2) a chart discussed by Lisi during his testinony
deposition. While we do not approve of opposer’s

met hods®, we overrule the objection insofar as we discern
no prejudice to applicant by the reproduction in the
brief of a chart conbining other items properly made of
record. To the extent the brief chart includes
references to enforcenment activities not reported in
either of the other charts, such references have not been

consi der ed.

THE PARTI ES AND THEI R ACTI VI TI ES
The record shows that opposer'® was formed in 1987

and has expanded rapidly, especially during the m d-

® Applicant, aware of a prior, unrelated Board proceeding in

whi ch the Board criticized TSAMfor relying in its brief on
facts not in the record, cannot be faulted for its concern about
the brief chart. To nake clear that it was not attenpting to

i ntroduce evidence of enforcenment activity not in the record
created at trial, opposer ought to have referenced the Lisi

di scovery deposition chart and Lisi testinony charts in a

di fferent manner. For exanple, opposer could have referenced
one inits entirety and excerpts fromthe other, to paint a
conpl ete picture.

10 Except as otherw se indicated, the term “opposer,” as used in

our di scussion of what the record reveal s about the parties,
refers to TSAM its parent The Sports Authority, Inc., and the
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1990s. It has a chain of approximately 200 | arge retail
stores spread throughout 32 states, offers goods via
cat al ogue, and has a web site which originally was only a
source of information on opposer’s stores and goods, but
now i s an additional sales outlet. One of opposer’s
stores is located in Manchester, New Hanpshire, where
applicant’s store is |ocated, and another of opposer’s
stores is in Nashua, New Hanpshire. These stores opened,
respectively, on Novenmber 11, 1993 and August 12, 1994.
Each of opposer’s stores features up to 40,000 or
nore goods, including footwear, clothing (both for
athl etic and casual wear), “hardline” sporting goods
(such as bicycles, golf, tennis, and hockey equi pnent),
out door goods such as canping and fishing gear, and
el ectronic itens used in outdoor activities (such as two-
way radi os, global positioning systenms, depth/fish
finders) and indoors (such as conputer ganmes and heart -
rate nonitors). In short, the testinony of TSAM w tness
Lisi, and exhibits thereto, denpbnstrate that opposer
actually offers for sale the wide variety of itens listed
in the registrations referenced earlier in this decision.
Opposer advertises its stores in nmagazines and

newspapers, on radio and tel evision, on billboards, on

vari ous The Sports Authority stores run by TSAM its parent or
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ot her signs (such as on buses or at bus stops), via signs
and sponsorshi p arrangenments at numerous sporting events
and venues where such events are held, and through cross-
pronoti onal advertising on various web sites other than
opposer’s own web site. Mst of its advertising dollars
are spent on print ads in the [ocations in which opposer
operates stores. In its stores, opposer’'s core marks --
THE SPORTS AUTHORI TY and THE SPORTS AUTHORITY | ogo -- are
used in many ways, including on store signs, hang tags or
stickers listing prices of nmerchandi se, bags and boxes,
busi ness forns and recei pts, and on enpl oyee apparel.

Ot her marks in opposer’s purported famly, registered or
unregi stered, are used in varying degrees.' In addition,
the record reveals regular and w despread use of

“wwv. t hesportsauthority.coni’ to direct prospective
custonmers to its web site.

Opposer is the largest sporting goods retailer in
the United States and one of the top 50-100 retailers of
all types. Between 1987 and 1998, opposer’s sal es
totaled nore than $7.7 billion, with annual sales over a
billion dollars a year from 1995 on. Its adverti sing

expendi tures between 1988 and 1998 total ed nearly $335

by other licensees in Florida and Hawaii .
11 These marks are referenced in our discussion, infra,
regardi ng opposer’s claimthat it has a famly of marks.
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mllion; and expenditures in 1998 al one were nearly $70
mllion. Opposer’s sales were, however, down in the
first three quarters of its 1999 fiscal year and it

cl osed sone under-perform ng stores.

Applicant is a small business with one store |ocated
in Manchester, New Hanpshire. Applicant adopted its
mar ks and opened its store in June 1995, and has used its
marks in the operation of the store since that tine.
Applicant is the successor to a sole proprietorship begun
by Paul LaRochell e under the name Soft-Co. Soft-Co
originally was a business run out of LaRochelle’s hone in
Manchester and, for a tinme, an office in Bedford, New
Hampshire. LaRochelle set out to find a new name in
1995, to coincide with a planned nove of the business to
t he Manchester retail store.

Applicant is a “value-added” retailer involved in
the sale and servicing of desktop conputers, conponents,
software and rel ated peripherals; and offers training
classes. Eighty percent of applicant’s business is
provi ding sales, service and training to other
busi nesses, generally snmaller businesses. Applicant does
not sell off-the-shelf conmputers and buil ds conmputers and

networks to neet the specifications and needs of its
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customers. Walk-in business is a very small part of
applicant’s operation.

Applicant attends trade shows throughout the New
Engl and states, and considers the territory in which it
does business to include New Engl and, New York
Pennsyl vani a and soneti nes other states. Its primary
mechani sms for generating sales are the trade shows and
direct sales efforts of its sales staff. Applicant
sporadically places print advertising in a few newspapers
in New Hanpshire, primarily weeklies, but has placed ads
in a daily also utilized by opposer, The Union Leader of
Manchester, New Hanmpshire. At one point, applicant tried
sone cable television advertising. Bulk mailings are
regularly used, enploying lists devel oped by the sales
staff or procured from el sewhere. At trade shows,
appl i cant has given away pronotional itens, including
cof fee mugs, shirts, private-|abel root beer and certain
conputer accessories, such as nouse pads, all with the
store’s PC AUTHORI TY & design mark on them Once,
appl i cant gave away a conputer, printer and |Internet
service through a contest pronoted on radio. Applicant
al so purchases di splay space in various Yell ow Pages
books. |Its ad expenses for 1995 total ed approxi mately

$20, 000 and by 1999 its ad budget had grown to $75, 000.
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Applicant registered the mark THE PERSONAL COVPUTER
AUTHORI TY with the Secretary of State’'s O fice in New
Hampshire on June 1, 1995, but al nost inmediately
enpl oyees, or at |east LaRochelle, shortened the name and
began answering the phone as “PC Authority,” which
appl i cant consi ders an abbrevi ated version of the mark
registered with the Secretary of State. Applicant’s
first trademark cl earance searches for the two invol ved
mar ks were conducted by counsel prior to filing of the
i nvol ved applications. Applicant uses its marks on store
si gnage, both inside and out, banners displayed at trade
shows, on a delivery truck, on bags used to package
purchases in applicant’s store, in its advertising and on
its web site. Whenever possible the marks are used
t oget her, but sometines on hardware itens, the only nmark
wi Il be a one-inch-square sticker of the PC AUTHORI TY

| ogo.
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TSAM s CORE MARKS

As we have noted, opposer’s claimunder Section 2(d)
of the Lanham Act alleges there is a |ikelihood of
confusion or m stake anmong consuners, or that they would
be deceived, in view of opposer’s (1) ownership of four
i ncontestable registrations for AUTHORI TY, THE SPORTS
AUTHORI TY, THE SPORTS AUTHORI TY & design [hereinafter,
the TSA | ogo], and THE SKI AUTHORI TY; (2) opposer’s
“prior adoption, use and registration of use [sic]” of
THE SPORTS AUTHORI TY as a trade nane; (3) opposer’s
“prior adoption and use of a famly of marks dom nated by
the word “ AUTHORI TY' ”; and (4) opposer’s “numerous”
registrations for marks “dom nated by the word
“AUTHORI TY’ . ”

The record devel oped by TSAM the argunents in its
briefs, and the argunents presented at the oral hearing
all have focused on TSAM s THE SPORTS AUTHORI TY mark and
the TSA logo, and its claimthat it has a strong, grow ng
fam |y of marks.'® (TSAM notice of opposition 79)

Mor eover, putting aside for the nonment the famly of

mar ks argunment, it is clear fromthe record that TSAM s

12 TSAM's fourth asserted basis for its Section 2(d) claim— its
ownership of 35 registrations — has not been presented at trial
as one which requires an analysis of the duPont factors with
regard to each mark but, rather, as further evidence of TSAM s
asserted famly of marks.
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strongest bases for its Section 2(d) claimare its prior
use of THE SPORTS AUTHORI TY as a trade nane and its
registration of both THE SPORTS AUTHORI TY and of the TSA
| ogo. Accordingly, we focus our initial analysis on
t hese and consider the fam ly of marks argunment
separately.

Priority

The record clearly establishes opposer’s prior use
of THE SPORTS AUTHORI TY as a trade nanme. More
i mportantly, since THE SPORTS AUTHORI TY and the TSA | ogo
have been registered as marks, and copies of these
regi strations showng status and title were submtted
with TSAMs notice of reliance, priority is not an issue

here. See King Candy Co. v. Eunice King's Kitchen, 496

F.2d 1400, 182 USPQ 108 (CCPA 1974).

Li kel i hood of Conf usi on

The Court of Custonms and Patent Appeals, the
predecessor court of the Court of Appeals for the Federal
Circuit, set out a non-exclusive list of thirteen factors
to be considered when determ ning whether one mark is
likely to cause confusion with another mark. Inre E. I.
du Pont de Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ

563, 567 (CCPA 1973). While opposer asserts only six of
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these factors are relevant in this case (TSAM bri ef
p.25), we consider all 13.

(1) The simlarity or dissimlarity of the marks in their
entireties as to appearance, sound, connotation and
commer ci al i npression.

Opposer has a registration for THE SPORTS AUTHORI TY
in typed form so there is no restriction as to its
met hod of display as, for exanple, in a particular font
or color. It also has a registration for a |ogo, set
forth below, and it is clear fromthe record that this is
its nmost widely utilized form of presenting the words THE

SPORTS AUTHORI TY.

T HE

SPORTS

AUTHORITY

Applicant’s mark THE PERSONAL COVPUTER AUTHORI TY,
i ke each of opposer’s marks, begins with “The” and ends
with “Authority.” Applicant’s PC AUTHORI TY | ogo does not
use the term “The.” Each of opposer’s registrations
i ncludes a disclainmer of the word “Sports”; applicant’s
respective applications include disclainers of “Personal
Computer” and “PC.”

It is well settled that it is inproper to dissect a

mar k, and that marks nust be viewed in their entireties.
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In re Shell Ol Co., 992 F.2d 1204, 1206, 26 USPQd 1687

1688 (Fed. Cir. 1993). However, nore or |ess weight may
be given to a particular feature of a mark for rationa

reasons. In re National Data Corp., 753 F.2d 1056, 1058,

224 USPQ 749, 751 (Fed. Cir. 1985). Opposer, because the
i nvol ved registrations and applications all include
di scl ai ners, focuses on the presence of “Authority” in
each mark and argues that that is the dom nant termin
each mark. To be sure, in terns of the capacity of each
mark to indicate source, “Authority” nust be considered
the dom nant elenment. |t need not automatically follow,
however, that, nmerely because marks have the sane
dom nant el enent, they are pronounced the same, |ook the
same or present the same overall comrercial inpression
Considered in their entireties, the involved marks
woul d not be pronounced the same and do not | ook the
sane. The connotations of the respective marks are
simlar only insofar as each conveys the sense that
opposer and applicant are “authorities” in their
respective fields; but the respective marks, particularly
t he respective | ogos, present “Authority” in smaller type

and enphasi ze the field within which each party considers
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itself an authority.' |In addition, opposer’s goods and
services, and its nyriad sponsorship arrangenents and
advertisements at public arenas are inextricably
associated with sporting activities, while applicant’s
goods and advertising are inextricably associated with
personal conputing and the Internet. Thus, the specific
commercial inpressions created by the parties’ respective
mar ks are very different. Opposer is the authority in
sports; applicant is the authority in personal conputing.

In sum though the marks share a significant
el ement, they look different, sound different and create
different specific conmmercial inpressions.

This factor favors applicant.
(2) The simlarity or dissimlarity and nature of the
goods or services as described in an application or
registration or in connection with which a prior mark is
in use.

In considering this factor in the anal ysis of
i kel'i hood of confusion, we nust conpare the goods and

services as described in the involved applications and

registrations. Canadian |Inperial Bank v. Wlls Fargo

13 As noted, opposer’s logo is, as shown by the record, its nost
promnently featured mark in print advertising, on its website,
on billboards and signs, etc. Likew se, though applicant

usual ly uses its two marks together, its logo is sonetinmes used
alone, e.g., on its plastic shopping bag and on decal s placed on
conmputers; and when the nmarks are used together, e.g., onits
store sign, the logo is the nost visually prom nent of the

mar ks.
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Bank, 811 F.2d 1490, 1493, 1 USPQd 1813, 1815 (Fed. Cir.
1987).

Opposer’s two core marks are registered for “retail
store services featuring sporting equipnment and
clothing.” THE SPORTS AUTHORITY is also registered for
various itenms of apparel, for both nmen and wonen, for
“conputer services, nanely interactive on-1line
publications in the fields of sporting goods and
equi prent, apparel, footwear, headgear and rel ated goods
and services” and for the follow ng:

Scor ebooks, instruction guides and books in
the fields of sports, exercise, fitness and
recreation; «clip boards; printed fornms;
printed matter, nanely art pictures, art
prints, bags for nmerchandise packaging,
cal endar s, gift certificates,
illustrations, price tags, and nmagazines in
the fields of sports, exercise, fitness and
recreation; score cards; stationery (Cl.
16) . Bags for travel and sports (Cl. 18).
Towels (Cl. 24). Cl ot hing, nanely shirts,
tops, pants and shorts; headwear; hosiery;
sweat bands (Cl. 25). Shoe laces (Cl. 26).
Advertising for ot hers; I nport -export
agency, mar ket i ng resear ch; pur chasi ng
agents; sal es pronoti on for ot hers;
pronmoting sports teanms, conpetitions and
events for others (Cl. 35). Sponsori ng
sports teans, conpetitions and events for
others (Cl. 36).

Appl i cant seeks registration of its marks for
“retail stores featuring conmputer hardware and software,

conmput er accessories, conputer networking products and
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peri pheral devices,” and “consultation and design for
others in the field of conmputer hardware and software,
conput er accessories, conputer networking products and
peri pheral devices.”

There is no simlarity or rel atedness what soever
bet ween applicant’s services and the various cl asses of
goods for which THE SPORTS AUTHORI TY has been regi stered.
Nor is there any simlarity between applicant’s services
and opposer’s various class 35 and class 36 services. As
for opposer’s “computer services,” these are restricted
to “on-line publications” focusing on the types of goods
opposer sells and services it provides; and neither the
on-1ine publications nor the goods or services discussed
therein are anything |like the conputer hardware,
sof tware, peripherals and accessories that applicant
sells at its store and over the Internet, or anything
i ke the business consultation services applicant
provides in the conputer field. There is certainly no
rule that all conputer products and services are rel ated.

See In re Quadram Corp., 228 USPQ 863, 865 (TTAB 1985)

(“[We think that a per se rule relating to source
confusion vis-a-vis conputer hardware and software is
sinply too rigid and restrictive an approach and fails to

consider the realities of the marketplace”). See also
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El ectronic Design and Sales Inc. v. Electronic Data

Systens, 954 F.2d 713, 21 USPQ2d 1388 (Fed. Cir. 1992)
(No confusion between battery chargers and power supplies
and conputer services).

Opposer presses its argunent that its retail store
services involve selling conmputer ganes and sone itens of
sporting equi pment that include conputer chips or nmay be
used in conjunction with conmputers, such as a gl obal
positioning systemthat can be used by hunters, hikers
and others engaged in outdoor activities and that can
exchange information with a conputer. There is no
evidence in the record, however, to establish that such
goods typically emanate fromentities that retail
conput er hardware and software and provide conputer

consulting services. See Hasbro Inc. v. Clue Conputing

Inc., 66 F. Supp.2d 117, 122, 52 USPQ2d 1402, 1406

(D. Mass. 1999), aff'd, 232 F.3d 1, 56 USPQ2d 1766 (1st
Cir. 2000), wherein the court held that it would be “an
extraordi nary stretch to assert that Hasbro's technical
support to gane users is simlar in any neaningful way to
the ‘conputer consulting services provided by Cl ue

Computing.” See also, Falk Corp. v. Toro Manufacturing

Corp., 493 F.2d 1372, 1378, 181 USPQ 462, 467 (CCPA 1974)

(Court reversed Board decision sustaining opposition,
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expl ai ning that the opposer could not prevail nerely on
the ground that applicant’s ‘rubber el ement shaft
couplings’ mght be contained in sone of opposer’s

machi nes). Here, opposer cannot prevail nerely because
applicant sells conputer parts and some conputer parts
may be contained in some of the electronic sporting goods
and equi pment sold by opposer.

In sum we find no simlarity or rel atedness between
the parties’ respective goods and services. To the
extent that they both are engaged in retail activities
and may enploy simlar channels of trade and have sone
overlap in custoners, these issues are considered under
ot her duPont factors, not under the factor focusing on
the simlarity or relatedness of the goods and services.

This factor favors applicant.

(3) The simlarity or dissimlarity of established,
i kel y-to-continue trade channel s.

Opposer argues, in essence, that the parties utilize
the same trade channels, insofar as each runs retai
stores, each uses the Internet, and they both use direct
mai | and other simlar forms of print advertising.
Opposer also relies on the fact that both parties sel

goods at retail to general consunmers. (TSAM brief p.32)
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On this latter point, i.e., the retailing of goods
to general consuners, this, of course, is not an issue in
relation to applicant’s business consultation services.
In regard to applicant’s retail store services, however
opposer is correct in arguing that both parties make
their store services available to the sanme class of
consuners, i.e., any potential consunmer of their
respective goods and services. Applicant’s w tness
LaRochell e testified at |ength about the vast majority of
its sales being made to business custonmers and that its
wal k-in business is mnimal. (LaRochelle disc. dep.
pp. 52-53 and 57-59; La Rochelle test. pp.25-27, 42 and
48) Nonet hel ess, we nmust consi der channels of trade and
cl asses of consuners based on the identifications in the

i nvol ved applications and registrations. Octocom Systens

I nc. v. Houston Conputers Services Inc., 918 F.2d 937, 16

UsP@2d 1783 (Fed. Cir. 1990). Applicant’s identification
of its retail store services is not limted to retailing
to ot her businesses and nust be read to enconpass
retailing to the home user of personal conputers as well
as the business user.

For related goods typically sold at retail to
general consunmers, the absence of restrictions, in

particul ar identifications, on channels of trade or
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cl asses of consunmers, often |eads to the conclusion that
t he goods can nove in the sanme channels of trade, i.e.,

t hrough the sane types of stores or resellers, to the
sane ultimte consuners. However, as for the respective
retail store services in this case, the nere fact that
opposer and applicant provide such services is not
sufficient reason to conclude the services my be offered
together. Each provides these services through its own
stores and web sites. There is nothing in applicant’s
identification that suggests that its retail store
services focusing on conmputer hardware and software and
peri pherals would be rendered through a retail store
focusing on sporting goods and equi pnent, apparel and
footwear, or vice versa. |In sum nerely because both
parties provide retail store services and use simlar
nmet hods of advertising does not mean that their
respective services will be offered to consumers under

ci rcunmst ances and t hrough channels of trade which woul d

create a likelihood of confusion.

4 O course, there are instances in which different types of
services are rendered through retail establishnents, as a
retailer mght contract with any number of businesses to
provide, for exanple, delivery, installation, repair or

mai nt enance services related to the goods it sells inits retai
stores. W do not nmean to suggest that goods can nove through

t he same channels of trade but services cannot. Rather, we make
the specific point that retail store services fromdifferent
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Li kewi se, while opposer has many different types of
goods listed in at |east one of its registrations for THE
SPORTS AUTHORI TY (Reg. No. 2,071, 449), and there are no
restrictions on channels of trade for those goods, there
is nothing in the record to suggest that such goods woul d
nmove through a retail store focusing on conputer
hardware, software and peripherals. Nor would they be
di stributed through or by an entity providi ng business
consultation services in the conputer field.

We find little Iikelihood for confusion attributable
to channel s of trade enpl oyed by the parti es,
notw t hstanding that there are no restrictions on the
involved identifications. 1In regard to cl asses of
consuners, the nere fact that both opposer and applicant
are presunmed to market to general consuners, including
busi nesses and i ndividuals, does not dictate a conclusion
that confusion is likely to arise. There is nothing in
the record to establish the overlap in purchasing habits
of consuners of conputer goods and services and consumers
of sporting goods, equipnent, apparel and footwear. W
think it a fit subject for judicial notice that
purchasers of conputer hardware and software also would

be purchasers of, at |east, footwear and apparel, and

retailers are, alnost by definition, provided through different
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per haps sporting goods and equi pnment. There is nothing
in the record, however, to suggest that nerely because

t he same consuner may purchase these itenms, such consuner
woul d consi der the goods as likely to emanate fromthe
sane source or have the same sponsorship.

This factor favors applicant.

(4) The conditions under which and buyers to whom sal es
are made, i.e. “inpulse” vs. careful, sophisticated
pur chasers.

Bot h opposer and applicant run retail stores.
Opposer also acts as a sort of whol esaler insofar as it
sells goods to businesses that will resell them and
applicant, too, sells sone of its goods to smaller
resellers. OF course, nerely because a significant
portion of each party’s business is with ultinmate
consuners, rather than resellers, it does not
automatically follow that such consuners are inpulsive
rather than careful. The record reveals that the goods
retailed in opposer’s stores and via its web site include
a great variety of itens in nyriad price ranges.

Li kewi se, applicant’s custoners for its computer
retailing business may purchase anything from an
expensi ve package of conputer hardware and software to a

relatively inexpensive accessory item Neither party can

st ores.
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be said to deal with only one type of consumer. Rather
it is clear that each markets some goods that m ght be
bought on i npul se and others that would require a good
deal of deliberation.

The ot her services each party provides, e.g.,
applicant’s consultation and design services relating to
conputers and opposer’s various services such as
advertising, marketing, inmporting and exporting,
pronoting sports teams, and sponsoring teans and
conpetitions, would nmore uniformy require sone degree of
del i berati on before purchase.

This factor favors neither party.

(5) The fame of the prior mark.

Wth this factor, we | ook at what fame a mark has
achieved in the marketplace. “Thus, a mark with extensive
public recognition and renown deserves and receives nore
| egal protection than an obscure or weak mark.” Kenner

Parker Toys v. Rose Art I|ndustries, 963 F.2d 350, 353, 22

USPQ2d 1453, 1456 (Fed. Cir. 1992). See also, Recot Inc.

v. MC. Becton, 214 F.3d 1322, 1327, 54 USPQ2d 1894, 1897

(“The fifth DuPont factor, fame of the prior mark, when

present, plays a ‘domnant’ role in the process of

bal anci ng the DuPont factors.”)
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Opposer has spent a good deal nore of its effort on
trying to establish that its famly of marks is fanous
than it has spent trying to establish that its two core
mar ks have attained some degree of fane. At this point
in our decision, however, we consider the record for its
evi dence of fanme of THE SPORTS AUTHORI TY and the TSA
| ogo.

“Achieving fame for a mark in a marketpl ace where
countl ess synbols clanmor for public attention often
requires a very distinct mark, enornous adverti sing
i nvest nents, and a product of l|asting value.” Kenner

Parker, 963 F.2d at 352, 22 USPQ2d at 1456. 1In this

case, opposer’s core marks were possessed of at |east a
hi gh degree of suggestiveness when concei ved, but have
acquired sufficient distinctiveness to become strong

mar ks. See The Sports Authority, Inc. v. Prine

Hospitality Corp., 89 F.3d 955, 39 USPQ2d 1511 (2d Cir.

1996) (In decision vacating grant of summary judgnent on
ot her grounds, appeals court noted that the trial court
had found THE SPORTS AUTHORI TY to be descriptive but

possessed of acquired distinctiveness).'™ |In addition,

15 By way of contrast with the Prine trial court’s finding, we
note that the O fice has regi stered THE SPORTS AUTHORI TY on the
Princi pal Register without requiring a show ng of acquired

di stinctiveness.
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fromthe record we know t hat opposer’s investnment in
advertising grew from$1.2 mllion in 1988 to nearly $70
mllion in 1998, the |ast year for which we have figures.
Not included in these totals are the anounts opposer
spends when it opens a new store. During the early and
m d- 1990s, opposer was opening stores regularly and
expandi ng geographically, so that it now has 200 stores
in 32 states and is the | argest sporting goods retailer
in the country. Opposer’s sales of sports rel ated goods
and services and apparel escalated from$3 mllion in
1987 to nearly $1.6 billion dollars in 1998.

These figures are unquestionably inpressive. Cf.

TCPI P Hol di ng Co. v. Haar Conmuni cations Inc., 244 F.3d

88, 96, 57 USPQ2d 1971, 1975 (2d Cir. 2001) (footnote
onmtted) ("Sone of the holders of these inherently weak
mar ks are huge conpanies; as a function of their
commerci al dom nance their marks have becone fanous.”)
On the other hand, we have little, if any, evidence
to show the | evel of brand awareness that has resulted
from opposer’s expansion and pronotional efforts. There
is no survey evidence and we do not have figures
regardi ng househol d penetration or brand awareness that
woul d tend to establish that opposer provides products

and services of lasting value. For conparison, we note
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t he evi dence of record in the Kenner Parker and Recot

cases:

In the two- to seven-year-old age group,

one in every two children currently owns a
PLAY- DOH product. A survey showed that 60%
of nothers named PLAY-DOH for nodeling
conpound wit hout any pronpting. One
wi tness characterized PLAY-DOH as a “piece
of gold” which has |asted over thirty years
as a successful toy -- a very unusual

occurrence in the toy business.

Kenner Parker, 963 F.2d at 351, 22 USPQ2d at 1455.
Recot ... has manufactured and sold a w de
variety of snack food wunder its mark
FRI TO- LAY, for over thirty years. Recot
now sells FRITO LAY products nationw de in
super mar ket s, grocery st ores, mass
mer chandi sers, and whol esal e cl ubs,
conveni ence stores, food services, and
vendi ng machines. ...In any given year, up
to 90 percent of American househol ds
purchase at |east one FRITO LAY brand
snack.

Recot, 214 F.3d at 1326, 54 USPQ2d at 1896.

We do not have a simlar record in this case.
TSAM s witness Lisi, discussing TSAM s core marks,
testified that he had “conm ssioned two separate US
val uations by outside valuation expert [sic] and | ooked
at and worked with them and gone through all of the sane
factors, consuner recognition, you know, who are our
conpetitors, what is their market share, what is our

mar ket share, those sorts of things.” (Lisi test. p.92)
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Yet we have no testinony or reports fromthe outside
val uation expert or experts; not even a statement from
Lisi as to the conclusions reached on consuner

recogni tion and market share. Further, Lisi, opposer’s
chi ef witness, was equivocal on whether the outside

val uations are evidence that TSAM s core marks are
famous: “And fromthat information [i.e., the outside
val uations], ny personal inpression is that the mark The
Sports Authority, the mark Sports Authority and design
and the famly of Authority marks are extrenmely strong,
if not famous.” (Lisi test. pp.92-93)

Wi | e opposer has introduced a nunmber of its annual
reports (Lisi test. exh. 25), and hundreds of pages of
financi al anal yses of opposer by financial analysts (Lisi
test. exh. 23), there is no testinmony or argunent
asserting that these materials contain any information on
househol d penetrati on, brand awareness or brand val ue.
Lisi also identified and introduced an affidavit and
acconmpanyi ng exhibit (Lisi test. exh. 22) intended to
establish the nunber of viewer inpressions created by
opposer’s television advertising over a three-year
period; but w thout testinmony fromthe individual who
prepared the exhibit, the Lisi testinmony is probative of

not hi ng nore than that he received the affidavit and
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report froman officer of opposer’s ad agency. Likew se,
Lisi introduced a “master list” of what are reported to
nunmber over 10,000 incidents of “unsolicited” press
coverage of opposer and/or its stores. (Lisi test. exh.
24) However, no individual articles have been produced
as a sanple and we have no idea whether the articles are
positive or negative; we know only that Lisi testified to
their collection.

These failures are significant. Because “the fane
factor is based on underlying factfinding ...relevant
evi dence nmust be submtted in support of a request for
treatment under the fame factor. This responsibility to
create a factual record is heightened under the nore
deferential standard that [the Federal Circuit] nmust

apply when reviewi ng PTO factfinding.” Packard Press

Inc. v. Hewl ett-Packard Co., 227 F.3d 1352, 1360, 56

UsP@2d 1351, 1356 (Fed. Cir. 2000)(citations omtted).
Opposer has not created a record on which we could find
that its marks have attained the sanme |evel of fane as
PLAY- DOH or FRI TO- LAY.

As the |l argest sports retailer in the country and
given the significant suns spent on advertising, alnost
all of which involves at | east opposer’s core THE SPORTS

AUTHORI TY mark and TSA | ogo, we conclude that there is
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sone degree of fame that attaches to these marks. Fanme
is relative, however, not absolute, and we do not put
opposer’s marks on a par with the marks in Kenner Parker
and Recot.

Nonet hel ess, the fanme factor favors opposer.

(6) The nunmber and nature of simlar marks in use on
sim |l ar goods.

Wth its notice of reliance, applicant introduced
evidence of 41 third-party registrations that include the
word “Authority” in a mark or slogan. W immediately
di scount 15 of these as having little, if any, probative
val ue, for they cover marks where “Authority” is the
entire mark, or appears in a slogan not in the sane form
as the marks of applicant and opposer, or they relate to
“authorities” in the nature of public agencies.

Of the 26 remmining registrations, 23 are for words
alone and inthe *_ Aut hority” form some with a
| eading “The,” others without it. Even the three
regi stered marks with design el enments include wording
that would be read inthe *_ Aut hority” form
These 26 registrations include the follow ng: ABC
AUTHORI TY for a web site providing information about
“activity-based busi ness managenent”; H RE AUTHORI TY f or

“enpl oynent agency services”; THE UNDERWATER AUTHORI TY
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(“underwater” disclaimed), registered as a service nmark
in three classes for a wide variety of services provided
in or under water, including construction, salvage,

i nspecti on, and engi neering, anong others; AUDI O
AUTHORI TY (and stylized AA design) (“audio” disclaimed)
for items of audio visual equipnent and display units and
for custom design of display units and audi o vi sual
fixtures; LCI AUTHORITY for telecomunications and
conputer network-rel ated services; COVWUTER SYSTEMS
AUTHORI TY (“conputer systens” disclained) for various
conputer consulting and technical support services; PORT
AUTHORI TY for “m croprocessor and el ectronic swtching
control devices”; POWNER AUTHORI TY for “surge protectors”;
ROUTE AUTHORI TY for hand-hel d, m croprocessor-based
devices for collecting and transferring data to personal

conputers; two registrations for THE AEC AUTHORI TY (one

in design form both with “aec” disclained) for conputer
software for use in conputer-aided design and

engi neering; THE DI AMOND AUTHORI TY (“di anond” di scl ai nmed)
for retail jewelry store services; THE CLEANI NG AUTHORI TY
(“cleaning” disclaimd) for residential and building

cl eaning services; AMERI CA'S TRAVEL AUTHORI TY f or

conputer software for retrieval and display of

geographic, routing and travel information; DI RECT
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AUTHORI TY for credit card services; THE HOVE | MPROVEMENT
AUTHORI TY (“home inprovenent” disclainmed) for a nonthly
magazi ne on home i nprovenment and repair; THE CODE
AUTHORI TY (“code” disclainmed) for publications in the
field of product safety testing and certification,
bui I di ng codes, and commerci al and residenti al
construction; THE CRU SE AUTHORI TY (“cruise” disclained)
for a travel agency specializing in cruises; THE ULTI MATE
AUTHORI TY for magazines for collectors of stuffed toy
animal s and dolls; THE AIR AUTHORITY (“air” discl ai nmed)
for environmental consulting; NATI ONAL AUTO AUTHORI TY and
design, with smaller slogan “Pre-Purchase |nspection
Services” (“NATIONAL AUTO' and sl ogan discl ai nmed) for
used car inspection services; MONI TOR AUTHORI TY
(“rmonitor” disclainmed) for electronic hone entertai nment
systens and conponents; two registrations for THE

| NTERNET PERFORMANCE AUTHORI TY (“I nternet perfornance”

di sclainmed in each) for “conputer software for neasuring,
nmonitoring, and inproving” quality of service of the

I nternet and ot her networks, and for services related

t hereto; PARTS AUTHORI TY (“parts” disclained) for retai
store services and distributorship services dealing in
aut onobil e parts, supplies and accessories; and THE

LI GHTI NG AUTHORI TY (“lighting” disclainmed) for
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“associ ation services, nanely pronoting the art and
science of illum nating engineering.”™

Applicant has also introduced, via the LaRochelle
testi nony deposition, reprints of nunerous web pages that
feature various marks including the term“Authority.”
Many of these web pages appear to be web sites posted by
the owners of certain registrations referenced above,
e.g., THE UNDERWATER AUTHORI TY, THE ABC AUTHORI TY, THE
CODE AUTHORI TY, AUDI O AUTHORI TY, PARTS AUTHORITY, LCl
AUTHORI TY, COWMPUTER SYSTEMS AUTHORI TY. Sone ot her web
pages include identical, or nearly identical, marks as
sone of those in the registrations referenced above, but
appear to have been posted by entities other than the
owners of the corresponding registrations, e.g., CRU SE
AUTHORI TY, THE DI AMOND AUTHORI TY, HI RE AUTHORI TY, AIR
AUTHORI TY | NCORPORATED, and THE CLEANI NG AUTHORI TY.

Finally, there are web pages featuring “_
AUTHORI TY” marks unli ke any of the registrations

ref erenced above, e.g., THE JEANS AUTHORI TY, THE COLOR
AUTHORI TY, THE PAYMENTS AUTHORI TY, THE AUTO AUTHORI TY,
THE TRAVEL AUTHORI TY, THE LEARNI NG AUTHORI TY, SALES

AUTHORI TY, HEATI NG AUTHORI TY, THE W NE AUTHORI TY, MOBI LE

1 Each of the third-party registrations issued based on use of
the mark in commerce, and sone have been maintained through the
filing of affidavits of use under Section 8 of the Lanham Act.

50



Qpposition No. 113, 785

AUTHORI TY, FLEET AUTHORI TY, THE | NSURANCE AUTHORI TY, THE
HEALTH AUTHORI TY, and THE STORAGE AUTHORI TY.
The | ast bl ock of evidence intended by applicant to

denonstrate w despread use and adoption of “_
AUTHORI TY” marks consists of the LaRochelle search of BIG
YELLOW an on-line yellow pages directory. By this |ast
bl ock of evidence, applicant attenpts to establish that

t here are numerous -- thousands, even -- businesses
listed in BIG YELLOW whi ch have “Authority” in their
names. By the testinony of Clifford Sew ng, we know that
Bl G YELLOW has been avail abl e over the Internet since
1996 and its listings are conpiled from approxi mately
4500 yel |l ow page directories fromacross the country.
Sewi ng also testified that 13 m|Ilion searches of the
data base are conducted each nonth and 10-20 percent of
these are searches seeking listings for businesses with

particul ar names or terns, rather than all |istings

within a whole category or information corresponding to a

particul ar phone number. In regard to the search
conducted by LaRochelle, Sewing testified, “It appears
that the search is giving matchi ng categories -- the

dat abase found 14,161 business |istings and 781

categories with the name authority in it. So there’'s
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14,000 plus businesses with the nanme authority across the
country.”

Most of the BIG YELLOW I istings are not relevant,
because they are for “authorities” in the nature of
publ i c agencies, such as the “Hol mes County Econom c
Devel opment Authority” or the “Grand Rapids Area Transit

Aut hority.” Many others, however, followthe “
Aut hority” pattern and appear to be businesses attenpting
to present thenselves as “authorities” in their fields,
e.g., “The Entertainment Authority,” “Sports Car

Aut hority,” “Auto Lease Authority,” “Hair Authority,”

“Boat Authority,” “CD Authority,” “Hre Authority,”

“Nanny Authority,” “dass Authority,” “Coupon Authority,
“Design Authority,” “Gem Authority,” ®“Landscapi ng

Aut hority,” “Fence Authority,” “Kickboxing Authority,”
“Moving Authority,” “Pet Authority,” “Plunbing

Aut hority,” “Vinyl Authority,” “Chicago Bagels

Aut hority,” “Pizza Transit Authority,” “Roof Authority,”
“Storage Authority,” “Cruise Authority,” “Trave

Aut hority,” “The Wne Authority,” “Tuxedo Authority,”
“Weddi ng Authority,” “Resume Authority,” and “The O fice

Aut hority.”
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Opposer di scounts nuch of the evidence of third-
party registrations, web sites, and BI G YELLOW trade nane
listings.

In regard to the third-party registrations,
opposer’s witness Lisi, in his rebuttal testinony, argues
that TSAM has actually taken assignnments of one or two of
the registered marks; that it has investigated the actual
use of sonme of the registered marks and entered into co-
exi stence agreenments with the registrants; that it
nmonitors other uses; and that opposer takes enforcenent
actions ranging fromissuing cease and desist letters to
filing civil lawsuits for uses to which it objects. The
Lisi testinony also reveals that opposer does not have

co-exi stence agreenents with all users of *
Aut hority” marks, cannot afford to challenge all uses,
and rmust “prioritize who we pursue or what we pursue and
often that’s determ ned by the severity of the problem
and what’s already being handled at a given tine. .we do
the best we can with the resources we have.” (Lisi
rebuttal test. pp.4-11) Simlarly, in regard to web
sites on which applicant relies, the Lisi rebuttal

testi mony makes clear that opposer has been in contact

with some of the entities behind the web sites. (Lisi

rebuttal test. pp.12-23)
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Opposer argues that neither the third-party
registrations nor the Internet web sites are evidence of
use of the marks shown therein. Yet the Lisi rebuttal
testinmony confirms that many of the regi stered marks and
web sites have been put to sonme use, because opposer
i nvestigated the uses, in sone instances, consented to
particul ar uses, and in others nonitors ongoing use.

It is well settled that third-party registrations
are not evidence of use of the marks shown therein, or

t hat consunmers have been exposed to them AMF Inc. V.

Ameri can Lei sure Products, Inc., 474 F.2d 1403, 1406, 177

USPQ 268, 269 (CCPA 1973). Likew se, the Internet web
sites and BIG YELLOW Il istings are of limted probative
value. Cf. AMF Inc., 474 F.2d at 1406, 177 USPQ at 270
(“We think the listing of trademarks ...in various trade
magazi nes should be treated in a simlar manner as are
third-party registrations. They give no indication as to
actual sales, when the mark was adopted, custoner

famliarity with the marks, etc.”) citing Gravel Col ogne,

Inc. v. Lawrence Palner, Inc., 469 F.2d 1397, 176 USPQ

123 (CCPA 1972). Nonetheless, we find the nunerous
registrations and web site uses probative evidence that
mar ks using a descriptive or suggestive termfollowed by

the term“Authority” are attractive to many busi nesses,

54



Qpposition No. 113, 785

are adopted to convey the very suggestive connotation
that the adopting entity is an expert or authority in the
particular field in which it is engaged, and that such
mar ks often co-exist' and are distinguished because of
the other ternms used in conjunction with “Authority.”

See Henry Siegel Co. v. M& R Mg. Co., 4 USPQd 1154,

1161 n. 11 (TTAB 1987) and Bost Bakery, Inc. v. Rol and

| ndustries, Inc., 216 USPQ 799, 801 n. 6 (TTAB 1982).

This factor favors applicant.

(7) The nature and extent of any actual confusion.

There is no evidence of actual confusion in this
case. TSAM s witness Meyers testified that one custoner
in opposer’s Manchester, New Hampshire store asked
whet her a computer shown in a display with a gl obal
positioning system could be purchased. This does not
evi dence confusion between the party’s respective
busi nesses. The absence of actual confusion is a factor
that favors applicant.

(8) The length of time during and conditions under which
t here has been concurrent use w thout evidence of actual
conf usi on.

Opposer has had one of its retail stores |located in

Manchest er, New Hampshire since prior to applicant’s

Y 1Inregard to the ability of at |east some of such businesses
to co-exist, we note again that TSAM s witness Lisi has
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adoption of its marks. By the time of trial, the parties
had concurrently operated in the same geographic market
for approximately five years wi thout any evidence of
actual confusion. This factor favors applicant.

(9) The variety of goods on which a mark is or is not
used (house mark, “famly” mark, product mark).

Appl i cant uses THE PERSONAL COMPUTER AUTHORI TY as a
trade nanme and uses THE PERSONAL COMPUTER AUTHORI TY and
t he PC AUTHORI TY | ogo as house marks for its retail store
services and busi ness consultation services focusing on
conputers. Opposer has obtained 4 registrations for the
words THE SPORTS AUTHORI TY, one registration for the TSA
| ogo and anot her for THE SPORTS AUTHORI TY LTD. THE
SPORTS AUTHORITY is utilized as opposer’s trade nanme and
bot h THE SPORTS AUTHORI TY and the TSA logo are utilized
as house marks for various goods and services relating to
sports and apparel.

Because the respective marks are utilized as the
parties’ respective house marks, this factor slightly
favors opposer, notw thstanding that the parties’ goods
and services are very different.

(10) The market interface between applicant and the owner
of a prior mark:
(a) a nere “consent” to register or use.

testified on this point.
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(b) agreenment provisions designed to preclude

confusion, i.e. limtations on continued use of
the marks by each party.

(c) assi gnnent of mar Kk, applicati on,
registration and good wll of the related
busi ness.

(d) laches and estoppel attributable to owner of
prior mark and indicative of |ack of confusion.

This factor is not an issue in this case.

(11) The extent to which applicant has a right to exclude
others fromuse of its mark on its goods.

There is no evidence on this factor.

(12) The extent of potential confusion, i.e., whether de
mnims or substantial.

Opposer argues that the risk of potential confusion
is great. Yet the parties’ respective marks convey
different specific commercial inmpressions, the parties
have operated their retail establishments within mles of
each other for approximately five years, the parties
provide their respective consunmers with very different
goods and services, and there have been no known
i nstances of actual confusion. While opposer’s w tness
Lisi testified about possible expansion into marketing of
nore hand-held type el ectronic devices with enbedded
conputer chips, we find the testinony vague and
insufficient to evidence any genuine intent of opposer to
bridge the gap between the parties. W conclude the

extent of potential confusion is de mnims.
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This factor favors applicant.

(13) Any other established fact probative of the effect
of use.

Opposer notes that it has been quite aggressive in
i nvestigating and, often, challenging other uses of
“Aut hority” marks. Despite applicant’s request that we
di sregard the table of enforcenent actions presented in
opposer’s brief, even without resort to that table, the
record clearly supports the conclusion that opposer has
regularly ridden into battle against other “Authority”
mar ks. Wil e opposer has had many successes, these do
not appear to have dim nished the attractiveness of such
marks to others. Further, TSAM witness Lisi admtted
that it does not maintain a chart of uses of “Authority”
mar ks that it does not find objectionable and has not
chal | enged. Thus, the record does not allow us to
accurately assess the percentage of potential conflicts
opposer has risen to chall enge.

This factor favors neither party.

Bal anci ng of the DuPont Factors

By bal ancing the duPont factors, we concl ude that
there is no likelihood of confusion in this case.
Li kel i hood of confusion is decided upon the facts of

each case. In re Dixie Restaurants, Inc. 105 F.3d 1405,
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1406, 41 USPQ2d 1531, 1533 (Fed. Cir. 1997); Shell O,

992 F.2d at 1206, 26 USPQ at 1688 (Fed. Cir. 1993). The
various factors nmay play nore or |ess weighty roles in
any particular determ nation of |ikelihood of confusion.
duPont, 476 F.2d at 1361, 177 USPQ at 567.

We note that the balance nust initially tip in
opposer’s favor, because the Federal Circuit “has
acknow edged that fame of the prior mark ...'plays a
dom nant role in cases featuring a fanmus or strong

mark.'” Century 21 Real Estate Corp. v. Century Life of

Anmerica, 970 F.2d 874, 877, 23 USPQ2d 1698, 1701 (Fed.

Cir. 1992), quoting, Kenner Parker, 963 F.2d at 352, 22

USPQ2d at 1456. In addition, the Federal Circuit has
held that in a particular case, a single duPont factor

may be dispositive. Kellogg Co. v. Pack'em Enterprises

Inc., 951 F.2d 330, 21 USPQ2d 1142, 1145 (Fed. Cir.
1991) .

We do not find this case an appropriate one in which
to rule that the presunptive fane of opposer’s nmark al one
can be a dispositive factor. That fanme is presuned to
attach to opposer’s core marks solely because of sales
and advertising figures. The record is, however,
insufficient to establish that opposer’s core narks are

in the same class of marks as are PLAY-DOH and FRI TGO LAY,
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whi ch were the marks in, respectively, the Kenner Parker
and Recot decisions. Even in those cases, where the
record supporting the fame factor was greater, there were
ot her duPont factors favoring the opposers. In this
case, the only other duPont factor that favors opposer is
the ninth, and that only slightly.

On the other side of the balance, the first, second,
third, sixth, seventh, eighth and twelfth duPont factors
favor applicant.'® The first and second are often key

consi der ati ons. See Feder ated Foods, Inc. v. Fort Howard

Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976). See
al so, Kellogg, supra, wherein the first factor alone was
determ nati ve.

In this case, though the balance initially tips in
favor of opposer because of the fanme factor, the many
ot her factors that weigh in the balance in favor of
applicant are sufficient to overcone the fanme factor.
Mor eover, opposer has produced no evidence that the
rel evant public, i.e., consuners of diverse retail store
servi ces, has becone accustonmed to seeing the same or
simlar marks in connection with the operation of retail

stores in fields as diverse as sports and apparel, on the

8 The fourth, tenth and el eventh factors favor neither party.
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one hand, and conputer hardware, software and accessories
on the other.

We find no likelihood of confusion anbng consuners
when conparing opposer’s marks THE SPORTS AUTHORI TY and
the TSA logo with applicant’s marks THE PERSONAL COMPUTER
AUTHORI TY and the PC AUTHORI TY | ogo. W note al so, that
conpari son of applicant’s marks with opposer’s ot her
regi stered marks does not yield any greater basis on
which to find a |ikelihood of confusion. None of those
mar ks benefits fromthe fame of opposer’s core marks and
they are no nore sinmlar to applicant’s marks than

opposer’s core marks.

TSAM s FAM LY OF MARKS CLAI M

As noted, the record is clear that opposer nakes
consi stent and w despread use of its core marks, THE
SPORTS AUTHORI TY and the TSA | ogo. Also, as discussed
above, priority of use is not an issue in this case,
i nsofar as these and other registered marks of opposer
are concerned. See King Candy, supra. In regard,
however, to opposer’s claimthat it has a famly of
mar ks, opposer cannot show nmerely that it has a nunber of
registrations with a conmon term but nust show that use

of marks sharing “a recogni zabl e common characteristic”
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predates applicant’s first use of its marks and is nade
in such a way as to create “recognition anong the
pur chasi ng public that the common characteristic is

i ndicative of a common origin of the goods.” J & J Snack

Foods Corp. v. McDonald s Corp., 932 F.2d 1460, 1462, 18

USPQ2d 1889, 1891 (Fed. Cir. 1991).

Opposer has denied “any use of the term Authority
that any entity may conme up with ...would infringe upon
[TSAM s] fam ly of marks.” (Lisi disc. dep. pp.40-41)
Thus, it is clear that opposer does not claimrights in
gross to the term“Authority.” Opposer has described its
asserted famly as “all formed by the dom nant surnane
AUTHORI TY and npbst of which begin with a highly
suggestive prefix..” (TSAM Brief p.2) TSAM S w tness
Lisi, in his discovery deposition, stated that “the core
mar k, father or nmother mark is the mark Authority.” (Lisi
di scovery dep. p.40) In its reply brief, however, TSAM
echoes the main brief and asserts that its famly is
“anchored by its centerpiece trade name THE SPORTS
AUTHORI TY” and nost nenbers of the famly include “a
descriptive or suggestive word preceding the AUTHORI TY
famly surname.” (TSAMreply brief p.1) Though
opposer’s ol dest registration is for the mark AUTHORI TY

al one -- for apparel -- this was registered prior to
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opposer’s formation and obtai ned by assignnment. W find
the description of TSAMs famly in its brief nore apt
than the Lisi statenent.

The progenitors of opposer’s famly clearly are its
mar k THE SPORTS AUTHORI TY and THE SPORTS AUTHORI TY | ogo.
The “recogni zabl e common characteristic” of marks used
and/ or registered by opposer, and which are, therefore,

menbers of its famly, is a mark format wherein one or

nore words, e.g., “Golf,” “Tennis,” “CGolf & Tennis,”
“Fishing,” “Marine,” “Basketball,” *“Footwear,” “Qutdoor,”
“Bag,” “Shoe & Apparel,” and “Back to School,” are used

in conjunction with, and as adjectives nodifying, the
term “Authority.” The testinmony of TSAM s witness Lisi,
and exhibits 3 and 37 thereto, which are sanples of print
advertisenents for opposer’s stores in which the core
mar ks and ot her marks sharing the famly characteristic
are presented, denonstrate the formation of the famly
prior to applicant’s first use of its marks.®

Many of the ads in Lisi exhibit 3 also feature use
of sl ogans such as “We're the Authority on In-Line Skates
and Apparel” or “We're the Authority on Great Athletic

Footwear!” Sl ogans such as these, however, are in ads

19 ccasionally, the ads show fanily menbers in a “THE
AUTHORI TY” format. We do not view the presence or absence of
“the” as a critical famly characteristic.
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dated after applicant’s first use of its mark, and do not
share the sanme “recogni zabl e common characteristic” as
the fam |y established prior to applicant’s first use.

We do not consider these slogans to be part of the famly
established prior to applicant’s first use. To the
extent these sl ogans may evi dence opposer’s attenpt to
create a new and different famly other than the one we
have recogni zed, they do not aid opposer in this case.

Nor do we consi der opposer’s registered mark
AUTHORI TY or marks such as AUTHORI TY PRI CE or the sl ogan
“Come to the Authority on holiday savings” to be part of
the famly. The evidence of record of use of such marks
is scant conpared to the evidence of use of the *

AUTHORI TY” marks. %°

20 pposer asserts in its brief, nore specifically, inits
description of the record, that its “advertising efforts have
been very successful in creating hundreds of billions of
consuner inpressions and establishing links in the m nds of
consuners between” opposer’s goods and services and its famly
of marks. (TSAM brief pp.8-9) There is, however, no support in
the record for such an assertion. (cont.)

TSAM's witness Lisi testified that opposer’s web site “had

over a billion click throughs from Yahoo alone in the [1999]
Christmas selling season...” (Lisi test. p.67) He also testified
“that there are billions and billions of new i npressions being

created for the Authority marks through the Internet venue..”
(Lisi test. p.70) Yet there is no independent support for these
statenents and, in any event, the only exhibits that correspond
to this testinmny show use of only TSAMs two core marks, of THE
AUCTI ON AUTHORI TY, and of a slogan that reads “The U timte
Authority for Selection, Quality, and Value.” In short there is
no evidence that TSAMs web site has created either the nunber

of advertising inpressions trunpeted in opposer’s brief or of an
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VWile we find that opposer has promoted its “_
Aut hority” marks as a famly, we acknow edge applicant’s
argument that the famly surnane is weak and non-

di stinctive. (PCA brief p.12) Likew se, we acknow edge
applicant’s contention that opposer has presented no

evi dence, such as a survey, denonstrating public
recognition of the famly. (PCA brief p.15) Finally, we
acknow edge applicant’s contention that the
advertisenments in Lisi testinmny exhibits 3 and 37

i nclude none dated, respectively, after August 1997 and
May 1995, and applicant’s charge that opposer’s
advertising of its famly of marks “has | ong since

expired.” (PCA brief p.16)* Thus, this is not a case

quite the same as Han Beauty Inc. v. Alberto-Culver Co.,

associ ati on between opposer’s goods and services and the various
fam |y nmenbers shown in the print advertisenments introduced by
the Lisi deposition.

The Lisi testinony deposition also was used to introduce, as
exhibit 22, two affidavits. One is froman officer of TSAM s
advertising agency and is intended to establish that from 1990-
92, there were approxinmately one and a quarter billion viewer
i mpressions of opposer’s television advertising. W have
al ready noted, in our discussion of the fane of opposer’s core
mar ks, that this affidavit and its exhibit are not probative
evi dence. Moreover, even if we had found the affidavit and
exhibit to be probative evidence, the affidavit and its exhibit
do not establish either the level of viewer inpressions
described in opposer’s brief or that such inpressions related to
pronoti on of opposer’s famly, as opposed to its core marks.

21 Applicant has al so contended that the nunber of marks in
opposer’s fam |y can nunber no nore than five, because only five
of its marks were registered prior to applicant’s first use.
Applicant is legally incorrect on this point.
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236 F.3d 1333, 57 USPQ2d 1557 (Fed. Cir. 2001). In that
case, the defendant stipulated before the Board that
plaintiff had a famly of marks wi thout “tenporal or
other limtation.” 1d. 236 F.3d at 1336, 57 USPQd at
1559. Here, defendant clearly contests recognition and
di stinctiveness of plaintiff’s famly characteristic.

Applicant is correct in arguing that distinctiveness
of the famly characteristic is a factor to be
considered. J & J Snack Foods, supra, 932 F.2d at 1463,
18 USPQ2d at 1891-92 (“It is thus necessary to consider
t he use, advertisenent, and distinctiveness of the marks,
i ncludi ng assessnent of the contribution of the comon
feature to the recognition of the marks as of conmon
origin.”)

In this regard, opposer contends that many of the
menbers of its famly are registered, on the Principal
Regi ster, without resort to Section 2(f) of the Lanham
Act, and sone have attained incontestable status.
Opposer also relies on its extensive advertising and an
“incredi ble volunme of unsolicited articles witten about
TSAM by the press” to establish the strength of its

fam ly. Thus, opposer considers its famly not nerely
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presunptively strong but also famous. (TSAM brief pp. 26-
28)

We believe the record indicates that the strength of
TSAM's famly of marks is rather limted. W begin our
consideration of the famly' s strength with the
observation that the marks in the famly are highly
suggestive. TSAM has adnmitted that each mark in the
famly utilizes a suggestive or descriptive termas a
nodi fier of the term“Authority.” The term “Authority,”
too, is highly suggestive when used as part of a series
of marks for retail store services, in that the term
readi | y suggests that TSAM can provi de custoners
“authoritative” assistance. Thus, the famly
characteristic readily suggests that the stores owned and
operated by TSAM and those stores licensed to use its
mar ks, are staffed by authorities in selecting the types
of goods, or preparing consunmers for the types of
activities, that are referenced in the marks in its
famly.

We al so note that, in the record, the famly nmenbers
play feature roles only in Lisi testinmony deposition
exhibits 3 and 37 and, even then, there is no evidence of

pronotion of the family in print ads after August 1997.%

22 The Lisi testinony deposition was taken March 9, 2000.
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The fam |y menbers do not appear at all in the
transcripts of radio advertising (Lisi test. exh. 19); or
in the photographs and exhibits which denonstrate use of
TSAM s two core marks at athletic arenas and public
di spl ays at sports events (Lisi test. exhs. 9 & 10); or
in the web pages from TSAM s web site (Lisi test. exh.
18); or in the catal ogues, flyers and other print
material submtted as Lisi testinmony exhibits 20, 21, 34
and 35. In addition, PCA s testinmony wi tness LaRochelle
aut henticated and introduced five of TSAMs flyers
(LaRochel l e test. exhs. 12-16) he received at his hone,
and none of these includes any nenbers of the famly
other than TSAM s two core marks. Finally, TSAM s
w tnesses, Lisi and Meyers, could testify to use in the
Manchest er, New Hampshire THE SPORTS AUTHORI TY st ore of
only two other nenbers of the famly, besides the two
core marks, specifically KNI FE AUTHORI TY and SK
AUTHORI TY; even then, the Meyers testinony is vague, as
he only recalled the use of SKI AUTHORI TY during re-
direct testinony.

Mor eover, while opposer has nade an unsupport ed
assertion that the record shows there have been “hundreds
of billions” of consumer inpressions of its famly

because of advertising, all the record reveals is a round
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figure spent on advertising, on an annual basis, and does
not in any way show that such expenditures were for ads
featuring fam |y nmenbers, as opposed to TSAMs two core
mar ks. The sal es and advertising figures, to be sure,
are inpressive. Yet there is no evidence they have
translated into recognition of TSAMs fam |y of marks.

In short, we find that the record shows that TSAM s
famly of marks was formed prior to applicant’s first
use, but its nmenbers are not now seen together in public
very often and, therefore, the famly possesses very
limted strength. Certainly, we do not find support for
opposer’s argunent that its famly of marks, as opposed
to its core marks, is fampbus. Moreover, any strength
attaching to TSAMs famly of *_ AUTHORI TY” nar ks
is further limted to the retailing of sporting goods and
equi pnent, footwear, apparel and the like. There is
nothing in the record to support a conclusion that the
fam |y woul d be recogni zed as extendi ng beyond such goods
and services. Cf. Han Beauty, 236 F.3d 1333, 57 USPQd
1557 (Fed. Cir. 2001) (Applicant’s mark for hair care
products woul d be perceived as indicating applicant’s
goods have conmmon origin with opposer’s hair care

products marketed under famly of simlar marks); J & J

Snack Foods, 932 F.2d 1460, 18 USPQ2d 1889 (Fed. Cir.
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1991) (Applicant’s marks for frozen soft pretzels would
be perceived as indicating applicant’s goods have common
origin with opposer’s wi de variety of food products

mar keted under famly of simlar marks); and Motorola,

Inc. v. Giffiths Electronics, Inc., 317 F.2d 397, 137

USPQ 551 (CCPA 1963) (Applicant’s mark for electron gun
used in television tubes and other el ectronic devices
“woul d appear to many to be a nenber of opposer’s famly”
of simlar marks, where parties “obviously in the sane
general field.”).

In terns of |ikelihood of confusion, we find that
the duPont factors are bal anced al nost exactly the sane
when we conpare TSAM s famly and applicant’s marks, as
t hey were when we conpared TSAM s core marks and
applicant’s mark; except that the fifth duPont factor,
fame, does not favor opposer. Thus, under the
circunstances presented by this case, we find no
i kel'i hood of confusion between TSAM s fam |y of
“ AUTHORI TY” mar ks and applicant’s marks THE

PERSONAL COMPUTER AUTHORI TY and the PC AUTHORI TY | ogo.

DECI SI ON
The opposition is dism ssed as to each of

applicant’s invol ved applications.
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