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Cal | away Vi neyard &
W nery

V.
Endsl ey Capital G oup,
I nc.
Bef ore Seeherman, Hohein and Bottorff, Adm nistrative
Trademar k Judges.
By the Board:

Endsl ey Capital Group, Inc. ("applicant") seeks to
register the mark COASTAL W NERY for "varietal w nes" in
| nternational Class 33.' The application includes a
di scl aimer of the word WNERY. Callaway Vineyard &

W nery ("opposer") has opposed registration on the
grounds that it is engaged in the production,

di stribution, and sale of a variety of wi nes; that the
ternms "coastal" and "coastal wi nery" are nerely
descriptive and generic when used in connection wth
applicant's goods; and that opposer is likely to be

damaged by the registration of applicant's proposed mark
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inasmuch as it would inpair opposer's ability to use the
terms "coastal" and "coastal wi nery" to describe its own
pr oduct s.

Applicant, in its answer, admtted that opposer is
engaged in the production, distribution, and sal e of
varietal wines. Oherw se, applicant denied the salient
al |l egations of the notice of opposition, and asserted as
affirmati ve defenses | aches, estoppel, and acqui escence.

This case now cones up for consideration of
opposer's notion for summary judgnment (filed Novenber 26,
2001) on the basis that applicant's mark is nmerely
descriptive pursuant to Section 2(e)(1) of the Tradenmark
Act. The notion is fully briefed.?

Opposer argues in its nmotion for summary judgnment
t hat no genuine issues of material fact exist regarding
the descriptiveness of applicant's proposed mark inasnuch
as the adjective "coastal"” is widely used in the w ne
i ndustry to refer to wine produced from grapes grown in
t he coastal region of the Pacific coast of the United

States, mainly in California, or to describe a winery or

! Application Serial No. 75/857,311, filed November 24, 1999,
alleging a bona fide intent to use the mark in conmerce.

2 Opposer subnitted a reply brief which the Board has consi dered
because it clarifies the issues herein. Consideration of a
reply brief is discretionary on the part of the Board. See
Trademark Rule 2.127(a).
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vi neyard that produces such wi ne; that sone of the nopst
influential w neries commndi ng prem um prices are

| ocated in the coastal region of California; and that
consunmers woul d understand applicant's proposed mark
COASTAL W NERY as referring to wi ne produced using grapes
grown in the coastal region, or froma winery |ocated in
this region. Furthernore, opposer asserts that applicant
has admtted that its vineyard is |ocated on a coast,

that the wine it intends to produce will cone from an
area near a coast, and that it selected the mark COASTAL
W NERY because it owns a vineyard |ocated on a coast. In
opposer's view, granting applicant the exclusive right to
use the term COASTAL or the phrase COASTAL W NERY in
connection with such wine would deny not only opposer,

but al so conpetitors in the wine industry, the ability to
accurately describe a characteristic of their own w ne.

I n support of its notion, opposer has subnmitted the
decl aration of WIlliam N. Marone, counsel for opposer,
with the followi ng exhibits: a definition of the word
"coastal" from Webster's Third New I nternational
Dictionary (1993); approximately sixty news articles
retrieved fromthe WESTLAW onl i ne dat abase using the
phrase "coastal w ne," "coastal vineyard," or "coastal

wi nery"; a copy of opposer's first set of requests for
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adm ssion, and applicant's responses thereto; and a copy
of applicant's answers to opposer's first set of
i nterrogatories.

In response to opposer's summry judgnent notion,
appl i cant argues that genuine issues of material fact
remai n regardi ng whether the term"coastal” is arbitrary
when used in connection with wine. Applicant, while
conceding that the ordinary definition of "coastal" is

defined as "located on or near a coast," disputes
opposer's contention that the term"coastal” has a
particul ar nmeaning in the wi ne industry when used as part
of the phrase "coastal w ne" or "coastal w nery."
Applicant also questions the probative value of the news
articles submtted by opposer, claimng that the majority
of articles are fromlocal newspapers as opposed to

speci alized wi ne publications. Applicant's counsel has

attested to reviewing the sections on California w nes

and wineries in thirteen (13) wi ne publications,?® none of

3 Ed McCarthy and Mary Ew ng-Milligan, Wne for Dunmies (2nd
ed.); Philip Selden, Conplete Idiot's Guide to Wne (2nd ed.
2000); Robert Genesis and Margaret Rand, Keep It Sinple Series,
@Quide to Wne (2000); Hugh Johnson's Pocket W ne Book (2002);
Jamal A. Rayyis, Wne Guide 2002 (2002); Ron Herbst and Sharon
Tyl er Herbst, Wne Lovers Conpani on (1995); Robert Genesis, The
U timte Encycl opedia of Wne (1996); Jancis Robinson's Wne
Course (1995); Cahrled L. Sullivan, A Conpanion to California
Wne (1998); Doug Frost, On Wne, A Master Sommelier and Master
of Wnes Tells Al (1994); Joanna Sinon, Discovering Wne
(1994); Danny May and Andy Sharp, The Everythi ng Wne Book
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whi ch uses the term "coastal" to identify w nes or
Wi neries (except for two references to opposer's coasta
wine). Finally, applicant contends that because the
Bureau of Al cohol, Tobacco, and Firearns ("BATF") has not
establi shed "coastal" as an appellation of origin or
viticultural area identifying a geographical origin of a
wine, imagination is required for consuners to determ ne
whet her the mark COASTAL W NERY woul d identify w ne as
originating froma Pacific Coast winery in California.

I n support of its position, applicant has submtted
t he decl aration of Nicholas D. Yonano, counsel for
applicant, with attached exhibits consisting of excerpts
fromthe aforenenti oned wi ne publications as well as the
BATF' s 1985 notice of final rul emaking regarding the
Central Coast viticultural area.

In reply, opposer maintains that it is irrelevant
t hat the BATF has not created a single "coastal"
viticultural area or appellation in California. Rather,
it asserts, the common neaning of the term "coastal"”
control s--that consumers understand this termto identify
wi ne produced at a coastal winery or from grapes grown in

a coastal vineyard.

(1997); and Robert M Parker, Parker's Wne Buyer's CGuide (5th
ed. 1999).
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Opposer submitted with its reply brief a second
decl aration from M. Marone, with exhibits, attesting to
his reviewing and printing the m ssion statenment of the
BATF as well as two articles retrieved fromthe LEX S
dat abase.

Sunmary judgnment is an appropriate nethod of
di sposi ng of cases in which there are no genui ne issues
of material fact in dispute, thus |eaving the case to be
resolved as a matter of law. See Fed. R Civ. P. 56(c).
A party nmoving for sunmary judgnent has the burden of
denmonstrating the absence of any genuine issue of
material fact, and that it is entitled to sunmary
judgnment as a matter of law. See Cel otex Corp. v.
Catrett, 477 U.S. 317 (1986).

A mark is nerely descriptive under Trademark Act
8 2(e)(1), 15 U.S.C. § 1052(e)(1), if it describes an
i ngredient, quality, characteristic, function, feature,
pur pose or use of the rel evant goods and/or services.
See In re Gyulay, 820 F.2d 1216, 3 USPQ2d 1009 (Fed. Cir.
1987); In re Bed & Breakfast Registry, 791 F.2d 157, 229
USPQ 818 (Fed. Cir. 1986); In re MetPath Inc., 223 USPQ
88 (TTAB 1984); and In re Bright-Crest, Ltd., 204 USPQ

591 (TTAB 1979).
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A termis suggestive if sone imagination, thought or
perception is required to determ ne the nature of the
goods and/or services. A suggestive termdiffers froma
descriptive term which inmmediately tells sonething about
t he goods and/or services. See Gyulay, supra.

The determ nation of whether a mark is nmerely
descriptive nmust be made in relation to the identified
goods and/or services, and not in the abstract. 1In re
Omaha National Corp. 819 F.2d 1117, 2 USPQd 1859 (Fed.
Cir. 1987); and In re Abcor Devel opnent Corp. 588 F.2d
811, 200 USPQ 215 (CCPA 1978). It is not necessary that
a termdescribe all of the purposes, functions,
characteristics or features of the goods and/or services.
It is enough if the term describes one significant
attribute of the goods and/or services. In re
H U DD L.E 216 USPQ 358 (TTAB 1982); and In re
MBAssoci ates, 180 USPQ 338 (TTAB 1973).

After a careful review of the record, we find that
opposer has met its burden of establishing the absence of
any genui ne issues of material fact, and that applicant's
mar k, COASTAL W NERY, if used on varietal w nes, would
i mmedi ately describe, w thout need for thought or
i magi nation, a significant feature of applicant's goods,

namely the place or establishment where applicant
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produces its wine. The dictionary listing establishes

that the term"coastal"” is defined as “of or relating to
a coast: located on or near a coast: bordering on a
coast.” It is undisputed that applicant's vineyard is

| ocated on a coast, that the wine it intends to produce
will come froman area near a coast, and that it selected
t he mark COASTAL W NERY because it owns a vineyard

| ocated on a coast.?

The evidence of record further denonstrates that the
comonly recogni zed and understood neaning of "coastal,"
when used in connection with wine, identifies w ne
produced from grapes, vineyards, or wineries |ocated on
the coast of California. Mbreover, other w ne-nmakers use
the phrase "coastal wi nery" to designate that their w ne
is produced at a winery in this particular area.
Representati ve excerpted stories retrieved fromthe
WESTLAW dat abase include the foll owi ng (enphasi s added):

However, the grapes from nodern vintage clarets--

Caber net Sauvi gnon, Merl ot and Cabernet franc--as

with all the Dianond Series varietals, are now

sourced from California coastal w ne regions.

Ni ebaum Coppol a: The Master's Hand, Wnes & Vines,
Sept. 1, 2001.

California's ‘Coastal’ w nes have been omtted
because the top producers--Robert Mndavi, Beaulieu
Vi neyards, Callaway and Beri nger--have an

4 Applicant’s response nos. 3-9 to opposer's first set of
requests for adm ssion; applicant's answer to interrogatory no.
1 of opposer's first set of interrogatories.
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established reputation for valuing quality and need
no i ntroduction to the average consuner.
Wi tl ey, Good Val ue Depends on More Than Price, The
San Di ego Uni on-Tri bune, July 25, 2001.

Cal i fornia Chardonnay, on the other hand, is by and
| arge a heavy, butterscotch-and-vanilla beverage
produced from Chardonnay grapes grown primarily in
t he coastal w ne regions of California.

Wi tl ey, There's Hope for Chardonnay, The San Di ego
Uni on-Tri bune, July 11, 2001

The trend toward upscal e wi nes, costing nore than $7
a bottle, can be read as the trend toward coast al

wi ne and away from Central Valley w nes.

Moran, W ne Notes Colum, The Modesto Bee, March 23,
2001.

Most of the better-valued wi nes com ng out of
California these days are fromthe coastal areas,...
Poi nting out several California coastal w nes,

Bol ogna said, ‘we’ll be pouring one of these popul ar
coastal w nes, Callaway Vineyard & Wnery’'s 1997
Char donnay. ..’

Arthritis Fund-Rai ser to Feature California W nes,
The Baton Rouge Advocate, Aug. 31, 2000.

California vintners have better luck working with
grapes grown in cool coastal vineyards, though even
the sun's intensity still can cause problens there.
The Washington Tinmes, Oct. 17, 2001.

But Central California-fromthe Santa Ynez Valley up
into the coastal vineyards of San Luis Obispo and
Mont erey counties-has its way with the great as
well. Charles E. O ken, The Central Coast's New
Noirs, Los Angeles Tines, Feb. 7, 2001

Its new line of ‘coastal’ w nes, released | ast nonth
should win new friends for the brand.

W ne Rack Worth Sanpling, The New Orl eans Ti nes-

Pi cayune, March 16, 2000.

M. Sinms says that coastal Chardonnay brands (Robert
Mondavi Coastal, Beaulieu Vineyard Coastal) will be
hardest hit by the Iower '99 crush, the result of a
cool summer..
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Boyd, M xed News from Harvest, The Dal | as Morning
News, March 8, 2000.

A huge majority, 71% believe that California coastal
w nes are the highest overall quality of w ne,

foll owed by Bordeaux at 15%

W ne Sal es Boom ng, Wnes & Vines, Sept. 1, 1998.

The corporate growers also bring sonething else to
the coastal wineries: credibility.

David S. Jackson, The Coastal Defense: A d obal W ne
War |s Loom ng, and California Essentially Has
Becone Strategic Territory, Time Magazi ne, Sept. 17,
2001.

For these private-label clients, O Neill said GSV
with its 15 wi nenakers and five Central Valley and
coastal wineries is a ‘one-stop shop.’

Peter Sinton, Growi ng Grapes for the O her
Conpani es' Products, The San Franci sco Chronicl e,
July 31, 2001.

The coastal wi neries are producing the soft pinot
noirs and Rieslings while inland areas |ike the
Redwood Vall ey are grow ng grapes for a full-body
merlots and zi nfandel s.

The Press Denocrat, Jan. 19, 2000.

Coastal grapes are generally considered better than

i nl and grapes, ..

Moran, W ne Notes Col umm, The Mbydesto Bee, Dec. 22,

2000.

As the evidence shows, the word "coastal" or the
phrase "coastal winery" is frequently used to denote the
pl ace or establishnent where wine is manufactured. In
light of the w despread use of the terns "coastal" and

"coastal winery," the absence of the term "coastal" in

the reference publications reviewed by applicant’s

10
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counsel is not sufficient to raise a genuine issue of
material fact.

Applicant's claimthat the majority of news articles
subm tted by opposer originate from|l ocal newspapers is
sinply not true. A review of the subm ssions reveals
t hat al nost one-half of the al nost sixty articles are
fromregional or national newspapers and namgazi nes such
as the Los Angeles Tines, Chicago Daily Herald, The Wall
Street Journal, The San Francisco Chronicle, The
Washi ngton Tinmes, Tine, Forbes, Esquire, and Wnes &
Vines. Because applicant has otherwise failed to
directly address or rebut any of this evidence, applicant
has not raised a genuine issue of material fact in this
regard.

Finally, applicant's argument regarding the BATF' s
failure to designate "coastal"™ as an appellation or
viticultural area reflects a m sunderstandi ng of the
| egal standard for nmere descriptiveness. The fact that
the term"coastal"” is not an appellation or a
viticultural area mght suffice to raise an issue of
material fact if the issue before us was whet her
applicant's proposed mark is generic. However, it does
not raise a genuine issue of material fact with respect

to the issue of nere descriptiveness inasnuch as opposer

11
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need only prove that applicant's proposed mark descri bes
a feature, quality, purpose, characteristic, etc. of the
goods.

In view of the foregoing, opposer's notion for
sunmary judgnent is granted.

As noted earlier, applicant, in its answer, pleaded
the affirmati ve defenses of |aches, estoppel, and
acqui escence. However, neither party raised these issues
on summary judgment. In any event, we find that, as a
matter of law, applicant's affirmati ve defenses are
unavail able in this case. The equitable defenses of
| aches, estoppel, and acqui escence cannot be asserted
agai nst a claimof descriptiveness. See TBC Corporation
v. Grand Prix Ltd., 12 USPQd 1311 (TTAB 1989); Bausch &
Lomb, Inc. v. Leupold & Stevens Inc., 1 USPQd 1497 (TTAB
1986); Care Corp. v. Nursecare International, Inc., 216
USPQ 993 (TTAB 1982); Yankee, Inc. v. Geiger, 216 USPQ
996 (TTAB 1982); Southwire Co. v. Kaiser Al um num &
Chem cal Corp., 196 USPQ 566 (TTAB 1977); Kaiser Al um num
& Chem cal Corp. v. Anmerican Meter Co., 153 USPQ 419
(TTAB 1967). Furthernore, inasmuch as opposer pronptly
opposed registration of applicant's mark, applicant has
no basis for the defenses of |aches, estoppel, or

acqui escence. National Cable Television Ass' ' n v.

12
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Anmerican Cinema Editors, Inc., 937 F.2d 1572, 19 USPQd
1424 (Fed. Cir. 1991) (the defense of |aches can only
start running fromthe date an application for
registration is published for opposition); and Lincoln
Logs, Ltd. v. Lincoln Pre-Cut Log Hones, Inc., 971 F.2d
732, 23 USPQ2d 1701 (Fed. Cir. 1992).

In view of the above, judgnent is hereby entered
agai nst applicant, the opposition is sustained, and

registration to applicant is refused.

13



